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Court of Appeals of the District of Columbia 


No. 5754. 

• I 

Corning Glass Works, Appellant, 


a 


Thomas E. Robertson, Commissioner of!Patents. 

I 

■ — 

Supreme Court of the District of Columbia. 

In Equity. 

No. 53984. 

Corning Glass Works, Plaintiff., 

vs. 


Thomas E. Robertson, Commissioner 

Defendant. 



Patents, 


United States of America, j 

District of Columbia , ss: 

Be it remembered, That in the Supreme Court of the 
District of Columbia, at the City of Washington, in said 
District, at the times hereinafter mentioned, the following 
papers were filed and proceedings had in the ajbove-entitled 
cause, to wit: j 

1 In the Supreme Court of the District of Columbia. 

In Equity. j 

No. 53984. 

. 

Corning Glass Works, Plaintiff, j 

7 1 

vs. 

Thomas E. Robertson, Commissioner of Patents, 

Defendant. [ 

Bill of Complaint. 

Filed February 5, 1932. j 

I 

To the Supreme Court of the District of Columbia: 
Plaintiff states as follows: 

1. The plaintiff is a corporation duly organized and ex¬ 
isting under and by virtue of the laws of the S^ate of New 

, 

1—5754a 



2 


CORNING GLASS WORKS VS. 


York and has its principal place of business at Corning, 
New York, and brings this suit in its own right. 

2. The defendant, Thomas E. Robertson, is the Commis¬ 
sioner of Patents of the United States of America and has 
his office in the District of Columbia, and is sued as the 
Commissioner of Patents. 

3. The plaintiff is the owner of certain trade marks 
registrations of the United States heretofore granted to it, 
to wit: No. 190,518, dated August 14, 1925, for the word 
“Pyrex” for nursing bottles; and No. 115,846, dated March 
13,1917, for the word “Pyrex” for glassware. 

4. That on July 20, 1931, the Obear-Nester Glass Com¬ 
pany, a Missouri corporation, filed with the said Thomas 
E. Robertson, Commissioner of Patents, petitions for can¬ 
cellation of the said trade marks owned by the plaintiff 
and in such petitions for cancellation alleged that it, the 
said Obear-Nester Company, on October 23, 1900, by trade 

mark certificate No. 35,303, registered the trade 
2 mark “Rex” as applied to glassware and particu¬ 
larly glass bottles, and that on August 23, 1927, by 
trade mark certificate No. 231,759, again registered the 
said trade mark “Rex” as applied to glassware and par¬ 
ticularly glass bottles, and requested the Commissioner of 
Patents to cancel the said trade mark registrations of the 
plaintiff, and that copies of such petitions are herewith 
attached as Exhibits A and B. 

5. That thereupon the defendant, Thomas E. Robert¬ 
son, instituted certain proceedings entitled “Application 
for Cancellation No. 2334” based upon the petition to 
cancel plaintiff’s registration No. 115,846, and “Applica¬ 
tion for Cancellation No. 2335” based upon the petition 
to cancel plaintiff’s registration No. 190,518, and ordered 
the plaintiff to file, within a time stated, answers to the 
said petitions for cancellation, and that copies of such 
orders are hereto attached as Exhibits C and D. 

6. That in response to said order the Plaintiff filed an¬ 
swers to the said petitions and especially pleaded therein 
that the Patent Office was without jurisdiction to entertain 
such proceedings, since on the showing of the Obear-Nester 
Glass Company there are involved only interfering regis¬ 
tered trade marks, and this plaintiff now avers that the 
defendant and each and every subordinate was and is with¬ 
out authority to hear and determine the questions raised 
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j 

by the petitions for cancellation or to proceed in any way 
therein. j 

7. That the Examiner of Interferences ih the United 
States Patent Office, a subordinate of tlje defendant, 
Thomas E. Robertson, has set times for the [taking in the 
said cancellation proceedings of testimony of! this plaintiff 
and of the Obear-Nester Glass Company. 

8. That this plaintiff thereupon moved the Examiner of 
Interferences to dismiss such cancellation proceedings on 
the jurisdictional ground pleaded in its answer therein, 

and further moved for a stay of proceedings pend- 
3 ing a decision on the motion to dismiss.! 

9. That such motion was denied by the Examiner 
of Interferences, and that thereupon the plaintiff moved 
the defendant, as Commissioner of Patents, to dismiss such 
cancellation proceedings, and to set aside the! order fixing 
time for taking testimony, which motion was | on the 23rd 
day of January denied by the defendant, as! appears by 
Exhibits E and F hereunto attached. | 

10. That if the cancellation proceedings arb allowed to 
continue this plaintiff will be irreparably injured in that 
such proceedings throw a cloud upon its title j to its trade 
mark registrations as aforesaid, and will be [required to 
expend large sums of money in attending tlje taking of 
testimony of the Obear-Nester Company in sqch proceed¬ 
ings and in taking of its own testimony therein. 

11. Wherefore the plaintiff prays: I 

a) a writ of injunction, preliminary as well as perma¬ 
nent, be issued out of and under the seal of this Court 
enjoining and restraining the said defendant, Thomas E. 
Robertson, and his subordinates in the Patent Office from 
proceeding further in the said petitions for Cancellation, 
and particularly from hearing and determininjg the ques¬ 
tions raised thereby. 

b) that a mandatory injunction be issued jout of and 
under the seal of this Court requiring the said j Thomas E. 
Robertson to set aside any and all orders of tjaking testi¬ 
mony in the said alleged cancellation proceedings. 

CORNING GLASS WOfeKS, 

By GEORGE B. HOLLISTER, 

VERNON M. DORSEY, Vice-President. 

Attorney for Corning Glass Works, 

1346 F St. N. W., Washington, D. C[ 
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CORNING GLASS WORKS VS. 


4 State of New York, 

County of Steuben , ss: 

George B. Hollister, being duly sworn, deposes and says: 
That he is a Vice President of Corning Glass Works, 
the plaintiff in the above entitled proceeding; that he has 
read the foregoing complaint and knows the contents 
thereof, and that the same is true, as he verily believes. 

GEORGE B. HOLLISTER, 

Vice-President. 

Subscribed and sworn to before me this 3rd day of Feb¬ 
ruary, 1932. 

[notarial seal.] CHARLES H. B. YOUNG, 

Notary Public . 

5 Exhibit 4 ‘A”. 

Mail Room, U. S. Patent Office, Jul. 20, 1931. 

In the United States Patent Office. 
Cancellation No. 2334. 

Obear-Nester Glass Co. 


v. 

Corning Glass Works. 

Petition for Cancellation. 

To the Commissioner of Patents: 

In the matter of trade-mark Registration No. 115,846, 
registered March 13, 1917, by Corning Glass Works, a cor¬ 
poration organized under the laws of the State of New 
York, and located in the City of Corning, County of Steu¬ 
ben and State of New York, the undersigned, Obear-Nester 
Glass Co., a corporation of Missouri, having an office and 
place of business at St. Louis, Missouri, deems itself in¬ 
jured by said registration and hereby applies for cancel¬ 
lation thereof. 

The grounds for cancellation are as follows: 

1. That continuously since prior to January 2, 1896, 
Obear-Nester Glass Co. has been engaged in the business 
of manufacturing glassware, and particularly glass bot- 
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ties; that on or about January 2, 1896, the said Obear-Nes- 
ter Glass Co. adopted and began the use of a trade-mark 
comprising the word “Rex”, applied as a tjrade-mark to 
glassware, and particularly to glass bottles; and that 

6 since said date, the said Obear-Nester Glass Co. have 
made glassware, and particularly glas4 bottles, and 

sold the same throughout the United Statesj upon which 
merchandise said trade-mark was and is applied. 

2. That on October 23, 1900, your petitioner, by trade¬ 
mark Certificate No. 35,303, registered the said trade-mark 
“Rex” as applied to glassware, and particularly to glass 
bottles; that on August 23, 1927, your petitioner, by trade¬ 
mark Certificate No. 231,759, again registered the said 
trade-mark “Rex” as applied to glassware, p,nd particu¬ 
larly to glass bottles; that, by the adoption and continuous 
use of said trade-mark “Rex” as applied tp glassware, 
and particularly to glass bottles, your petitioner has been, 
since the date of adoption thereof, to wit, January 2, 1896, 
and now is, the sole and exclusive owner of sa^d mark. 

3*. That the registration of the deceptively Similar mark 
“Pyrex”, registered to registrant under Certificate No. 
115,846, aforesaid, has damaged and will continue to cause 
damage to your petitioner, for that said matk “Pyrex” 
is deceptively similar to petitioner’s mark “Rex”, and for 
that the said deceptively similar marks are used on goods 
or merchandise of the same descriptive properties, as that 
confusion or mistake in the mind of the public, results and 
is likely to continue to result by the simultaneous use of 
said marks, whereby purchasers have been and will likely 
be deceived in the purchase of registrant’s iperchandise 
under said deceptively similar mark as and for the mer¬ 
chandise of your petitioner. 

7 Wherefore this petition is filed and presented that 
said Registration No. 115,846, be cancelled. 

Two facsimiles of the mark as used .by petitioner are 
hereto attached. 

OBEAR-NESTER GLASS CO., 
By JOSEPH NESTER, j 

President. 

State of Illinois, j 

County of St. Clair, ss: 

. i 

Joseph Nester, being duly sworn, deposes and says that 
he is president of the Obear-Nester Glass Co., th^ petitioner 
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mentioned in the foregoing petition for cancellation; that 
he has read and signed the same, and knows the contents 
thereof, and that the same is true of his own knowledge, 
except as to matters therein stated to be alleged upon in¬ 
formation and belief and, as to those matters, he believes it 
to be true. 

JOSEPH NESTER. 

Subscribed and sworn to before me this 29th day of June, 
1931. 

My Commission expires May 6, 1934. 

A. W. LANG, 
Notary Public . 


8 Exhibit “B” 

Mail Room, U. S. Patent Office, Jul. 20, 1931. 

Docket Division, U. S. Patent Office, Jul. 20,1931. 

In the United States Patent Office. 

Cancellation No. 2335. 

Obear-Nester Glass Co. 
v. 

Corning Glass Works. 

Petition for Cancellation. 

To the Commissioner of Patents: 

In the matter of trade-mark Registration No. 190,518, reg¬ 
istered October 14, 1924, by Corning Glass Works, a cor¬ 
poration organized under the laws of the State of New 
York, and located in the City of Corning, County of Steuben 
and State of New York, the undersigned, Obear-Nester 
Glass Co., a corporation of Missouri, having an office and 
place of business at St. Louis, Missouri, deems itself in¬ 
jured by said registration and hereby applies for cancella¬ 
tion thereof. 

The grounds for cancellation are as follows: 

1. That continuously since prior to January 2,1896, Obear- 
Nester Glass Co. has been engaged in the business of manu¬ 
facturing glassvrare, and particularly glass bottles; that on 
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or about January 2, 1896, the said Obear-Nester Glass Co. 
adopted and began the use of a trade-mark comprising the 
word “Rex”, applied as a trade-mark to glassware, and 
particularly to glass bottles; and that si|nce said date, 

9 the said Obear-Nester Glass Co. hav^ made glass¬ 
ware, and particularly glass bottles, and Isold the same 

throughout the United States, upon which merchandise said 
trade-mark was and is applied. 

2. That on October 23, 1900, your petitioner, by trade¬ 
mark Certificate No. 35,303, registered the said trade-mark 
“Rex” as applied to glassware, and particularly to glass 
bottles; that on August 23, 1927, your petitioner, by trade¬ 
mark Certificate No. 231,759, again registered the said 
trade-mark “Rex” as applied to glassware, 'and particu¬ 
larly to glass bottles; that, by the adoption aiid continuous 
use of said trade-mark “Rex” as applied to glassware, and 
particularly to glass bottles, your petitioner h^s been, since 
the date of adoption thereof, to wit, January 12, 1896, and 
now is, the sole and exclusive owner of said i}iark. 

3. That the registration of the deceptively Similar mark 
“Pyrex”, registered to registrant under Certificate No. 
190,518, aforesaid, has damaged and will continue to cause 
damage to your petitioner, for that said mark! “Pyrex” is 
deceptively similar to petitioner’s mark “Rept”, and for 
that the said deceptively similar marks are u^ed on goods 
or merchandise of the same descriptive properties, as that 
confusion or mistake in the mind of the publicj results and 
is likely to continue to result by the simultaneous use of said 
marks, whereby purchasers have been and wp likely be 
deceived in the purchase of registrant’s merchandise under 
said deceptively similar mark as and for the Merchandise 

of your petitioner. j 

10 Wherefore this petition is filed and presented that 
said Registration No. 190,518, be cancelled. 

Two facsimiles of the mark as used by petitioner are 
hereto attached. 


OBEAR-NESTER GLASS CO., 
By JOSEPH NESTER, Sk, 


State of Illinois, 

County of St. Clair , ss: 


president. 


Joseph Nester, Sr., being duly sworn, deposes and says 
that he is president of the Obear-Nester Glass Ck, the peti- 
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tioner mentioned in the f oregoing petition for cancellation; 
that he has read and signed the same, and knows the con¬ 
tents thereof, and that the same is true of his own knowledge, 
except as to matters therein stated to be alleged upon in¬ 
formation and belief and, as to those matters, he believes it 
to be true. 

JOSEPH NESTER, Sr. 

Subscribed and sworn to before me this 29th day of June, 
1931. 

Mv Commission expires May 6,1934. 

A. W. LANG, 
Notary Public. 


9 


UNITED STATES PATENT OFFICE. 


CORNING GLASS WORKS, OF CORNING, NSW YORK. 

trade-mark for glass. 


115,846. 


To all whom it may concern: 

Be it known that the Corning Glass 
Works, a corporation organized under the 
laws of the State‘of New York, and located 
in the city of Coming and county of Steu¬ 
ben and State of New York, and doing busi¬ 
ness at the foot of Walnut street, in the 
said city, has adopted and used the trade¬ 
mark ixr the accompanying drawing, for 
glass, in Class 33, Glassware. 

The trade-murk has been continuously 
tried in the business of the said corporation 


Registered Mar. 13,1917. 

Application filed July 10, MIS. Serial No. 87,10. 


since May 20, 1915; the trade-mark is ap¬ 
plied or affixed to the goods or the packages 
containing the same, by placing thereon, a 
printed label on which the trade-mark is 
imprinted, or by impressing the trade-mark 
directly upon the goods. 

Dated this 22nd day of June 1915, Com¬ 
ing, New York. 

CORNING GLASS WORKS, 
By WILLIAM SINCLAIRE, 

j Secretary , 


PYREX 


DECLARATION. 

County of Steuben, State of New York, calculated to deceive; that the said trade- 

ss:- mark is used by.said corporation in com- 

William Sinclair®, being duly sworn, de- i nerve among the several States of the United 
poses and says thaf he is secretary of the cor- States; that the description and drawing 
poration, the applicant named in the fore- presented truly represent t!he trade - mark 
ging statement; that he believes the forego- sought to be registered;.and that the speci- 
mg statement is true; that he lielieves said mens show the trade-mark as actually used 
corporation is the owner of the trade-mark upon the goods. 

sought'to be registered; that no other per- WILLIAM SINCLAIRE. 

son, firm, corporation, or association to the I 

best of his knowledge and belief, has the Sworn to and subscribed before me. a no- 
right to use said trade-mark in the United tary public, this 22nd da* of June, 1915. 
States, either in the identical form or in any [ u s. J WM. J. HEERMANS, 

such ‘near resemblance thereto as might be Notary Public. 


t 



Registered Oct. 14, 


UNITED STATES PATENT OFFICE 


CORNING GLASS WORKS, OF CORNING, NEW YORK 


AOT OF FEBRUARY 20, 1905 


Applioatlon filed June 13, 1924. Serial No. 198,508 


STATEMENT. 

To all whom it may concern: tlie 1 st d»v of October 4 

known that the Corning Glass mark is 1 

organized under process of manufacture, 

New York, and carton containing the get_. TT , 

■ ,g and county The applicant is As owner of Unrfwl 
id doing busi- States registrations 1 ; 141..142 irfon 

»«* •* ^ un 9 * “SiaSf&Kfii 

m in the accompanying drawing, for New York. 

- - ?SING BOTTt.ES, in Class 44, Dental, PORNING GLASS WORKS, 

medical, and surgical appliances. riinS P SULLIVAN, 

The trade-mark has been in continuous By MJGLNL C. yi» e .Prevident , 

use in the business of said corporation since 


lay of October, 1922. The trade- 
impressed in the goods during the 

■ ,§or 

oods. 


Be it 
Works, a 

the laws of the State o 
located in the city of Cornin; 
of Steuben, in said__State, am 

ness u.- - v . . . . 

city, has adopted and used the trade-mark 



United States Patent Office. 


OBEAR-NESTER GLASS COMPANY, OF ST. LOUIS, MISSOURI, AND EAST ST. 

LOUIS, ILLINOIS. 

TRADE-MARK FOR PRESCRIPTION-BOTTLES. 


STATEMENT and DEC LAR ATION of Trade-Mark No. 85,803, registered October 23,1900. 

Application filed September 26,1900. 


e T .A. T B3 AA El 3ST 07 . 


To all whom it may concern: 

Be it known that the Obear-Nester Glass 
Company, a corporation duly organized under 
the laws of the State of Missouri, and located 
5 in the city of St. Louis, in said State, and doing 
business in said city and in the city of East St. 
Louis, in the State of Illinois, has adopted for 
its use a Trade-Mark for Bottles, of which the 
following is a full, clear, and exact descrip- 
io tion. 

The trade-mark consists of the word “ Rex.” 
This has generally been arranged as shown 
in the accompanying facsimile or drawing, 
wherein the word “Rex” is blown or cast in 
15 the bottom of the bottle. The style of letters 
used is not essential, and the word mav be 
blown or cast in any other portion of the bot¬ 
tle without altering the character of the trade¬ 
mark, the word Rex ” blown or cast in a bot- 
ao tie being the sole and essential feature. 


This trade-mark has been continuously used 
in the business of the said corporation since 
the 2d day of January, A. D. 1896 . 

The class of merchandise to which this trade¬ 
mark is appropriated is bottles, and the par- 25 
ticular description of goods comprised in said 
class upon which the trade-mark is used is 
prescription-bottles. It is also usually dis¬ 
played on the boxes or packages wherein the 
bottles are packed for shipment by stamp- 30 
iner, printing, or affixing it on the box or 
package. 

[l. 8.] OBEAR-NESTER GLASS COMPANY, 

By WILLIAM F. OBBAR, 

Secretary. 

Witnesses: 

C. A. Feltes, 

Herbert P. Wyatt. 


DBOLARATION. 


State of Missouri, city of St. Louis, ss: 

William F. Obear, being duly sworn, de¬ 
poses and says that he is secretary of the cor¬ 
poration the -Obear-Nester Glass Com- 
5 pany the applicant named in the foregoing 
statement; that the said corporation at this 
time ha§ a right to the use of the trade-mark 
therein described; that no other person, firm 
or corporation has a right to such use, either 
10 in the identical form or in any such near re¬ 
semblance thereto as might bo calculated to 
deceive; that the trade-mark is used by said 


corporation in commerce between the United 
States and foreign nations, or Indian tribes, 
and particularly with Mexico and Canada; 15 
and that the description and facsimile pre¬ 
sented for record truly represent the trade¬ 
mark sought to be registered. 

WILLIAM F. OBEAR. 

Sworn and subscribed before me, a notary 
public, this 24 th day of September, A. D. 1900 . 

[L. s.] HERBERT 1 *. WYATT, 

Notary Public . 
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TRADE-MARK. 

-No.35,303: Registered Oct. 23, 1900. 

OBEAR-NESTER GLASS COMPANY. 

PRESCRIPTION ROTTLES. 

(Application filed Sept. 96, 1900.1 



P/P OPRIETOR. 
0&£ffK-NksTEt{(xlfiSS Co. 

Secretary, 









Registered Aug. 23, 1927 
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UNITED STATES PATENT OFFICE. 


OBEABrNESTBB GLASS GO., OF ST. LOUIS, MISSOURI. 

1 . . / 

ACT OF FEBRUARY 20, 1905. 

Application filed April 25, 1927. Serial No. 247,981. 


?RjLOo 


STATEMENT. 


To all whom it may concern: 

Be it known that Obear-Nester Glass Co., 
a corporation organized and existing under 
and by virtue of the laws of the State of 
Missouri, located and doing business at 
Second and Chestnut Streets, St. Louis, Mis¬ 
souri, has adopted and used the trade-mark 
shown in the accompanying drawing, for 
PRESCRIPTION BOTTLES MADE OF 
GLASS, Class 33, Glassware. 

The trademark has been continuously used 


in the business of said corporation since 
January 2nd, 1896. 

The trademark is applied bv being mold¬ 
ed into the article during its formation. 

Applicant further states that it is the 
owner of the trademark sought to be regis¬ 
tered, and also certificate of registration 
No. 36,303, dated October 23,1900. 

OBEAR-NESTER CUSS CO., 
By D. W. BAGBY, 

Secretary, 
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16 Exhibit “C.” 

Paper No. —. j 

i 

Department of Commerce, United States Patent Office, 


Washington. 


J. H. H. 


Mailed Aqg. 25,1931. 


Please find below a communication from the Examiner of 
Interference in this case. 

THOMAS E. ROBERTSON, 

Commissioner j of Patents. 

Cancellation No. 2334. ! 


Obear-Nester Glass Co. 


v. 


Corning Glass Works. 

i 

Registration No. 115,846. Granted March 13\ 1917. For 
Glass and Articles Made Therefrond. 

i 

i 

i 

An application for cancellation of the registration herein 
above referred to was filed July 20, 1931, by 0bear-Nester 
Glass Co., of St. Louis, Missouri, whose attorneys are Rip- 
pey & Kingsland, of The Rialto Bldg., St. Louis, Missouri. 
A statement of the grounds therefor and a duplicate speci¬ 
men of the mark relied upon by the petitioner arq forwarded 
herewith to Vernon M. Dorsey of 629 F Street, !N[. W., Wash¬ 
ington, D. C., attorney for Corning Glass Workp, at foot of 
Walnut St., Corning, N. Y. 

The practice of the United States Equity Cohrts will be 
followed in pleading and procedure. All paper $ when filed 
to be accompanied by proof of service on the adterse party. 

Answer due September 25, 1931. 


Examiner of Interferences. 


2—5754 a 


i 

i 
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17 Exhibit “D.” 

Department of Commerce, United States Patent Office, 

Washington. 

Copy of this letter sent registrant by registered mail. 

A. G. P. 

Mailed Aug. 25, 1931. 

Please find below a communication from the Examiner of 
Interference in this case. 

THOMAS E. ROBERTSON, 

Commissioner of Patents. 

Cancellation No. 2335. 

Obear-Nester Glass Co. 
v. 

Corning Glass Works. 

Registration No. 190,518. Dated October 14, 1924. For 

Nursing Bottles. 

An application for cancellation of the registration herein¬ 
above referred to was filed July 20, 1931, by Obear-Nester 
Glass Co., Second and Chestnuts Sts., St. Louis, Mo., whose 
attorneys are Rippey & Kingsland, The Rialto Bldg., St. 
Louis, Mo. A statement of the grounds therefor and a 
duplicate specimen of the mark relied upon by the petitioner 
are sent to Dorsey & Cole, 635 F St., N. W., Washington, 
D. C., attorneys for Corning Glass Works, Walnut St., 
Corning, N. Y., the registrant. 

The practice of the United States Equity Courts will be 
followed in pleading and procedure. All papers when filed 
to be accompanied by proof of service on the adverse party. 

Answer due September 25, 1931. 

■ ) 

Examiner of Interferences. 



Petition . I 

Petition has been filed by the Corning Glas$ Works ask¬ 
ing for review and reversal of the action of thd examiner of 
interferences in charge of trade-marks denying a motion to 
dismiss the proceeding. 

On a prior petition the examiner of trade-m^rk interfer¬ 
ences was directed to consider and determine the question 
of jurisdiction which was raised by the motio^i to dismiss. 
On December 15, 1931 the examiner rendered a decision 
denying the motion for reasons fully stated b^ him. 

It is well settled, both in this Office and in th^ courts, that 
no appeal lies from a decision denying a motioji to dismiss. 

Nothing is found in this record to warrant apy action by 
the Commissioner at this time. The question, lijve any other 
question of law raised on a motion to dismiss, can be re¬ 
newed at final hearing and on appeal. 

The petition is denied. 

THOMAS E. ROBERTSON, 

Commissioner. 

Rippey & Kingsland (for Obear-Nester Gla^s Co.), Tlie 
Rialto Building, St. Louis, Mo. | 

Vernor M. Dorsey (for Corning Glass Works), 629 F 
Street N. W., Washington, D. C. 


i 

i 


i 
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Exhibit ‘ 4 F . 9 9 
(Copy.) 


Department of 
E. M. G. 


Commerce, United States Patent Office, 
Washington. 


January 23, 1932. 


In re Trade-mark Application for Cancellation No. 2335. 


Obear-Nester Glass Co. 


v. 

Corning Glass Works. 

Petition. 

For the reasons fully stated in a decision this day ren¬ 
dered in Cancellation Proceeding No. 2334, involving the 
same parties, the petition of the Corning Glass Works for 
review of the decision of the examiner of interferences deny¬ 
ing its motion to dismiss is denied. 

THOMAS E. ROBERTSON, 

• Commissioner. 

Rippey & Kingsland (for Obear-Nester Glass Co.), The 
Rialto Building, St. Louis, Mo. 

Dorsey & Cole (for Corning Glass Works), 635 F Street 
N. W., Washington, D. C. 

20 Answer to the Bill of Complaint. 

Filed February 25,1932. 

• *##*## 

To the Honorable the Judges of the Supreme Court of the 
District of Columbia: 

Thomas E. Robertson, Commissioner of Patents, defend¬ 
ant herein, in answer to the Bill of Complaint alleges on 
information and belief as follows: 

1 . He admits for the purpose of this suit the allegations 
of paragraph 1. 

2 . He admits the allegations of paragraph 2. 
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3. He admits plaintiff’s allegations of ownership of Regis¬ 
trations No. 190,518 and 115,846 for the word ‘‘Pyrex.” 

4 . He admits the allegations of paragraph 4. 

5. He admits that in response to the petitions filed by the 
Obear-Nester Glass Co. Cancellation Proceedings were in¬ 
stituted in accordance with the provisions of [Section 13 of 
the Act of February 20,1905, which section rea^is as follows: 

21 Sec. 13. That whenever any person shall deem him¬ 
self injured by the registration of a trade-mark in the 
Patent Office he may at any time apply to the Commissioner 
of Patents to cancel the registration thereof. The Commis¬ 
sioner shall refer such application to the examiner in charge 
of interferences, who is empowered to hear ahd determine 
this question and who shall give notice thereof to the reg¬ 
istrant. If it appear after a hearing before the examiner 
that the registrant was not entitled to the usd of the mark 
at the date of his application for registratioh thereof, or 
that the mark is not used by the registrant, j or has been 
abandoned, and the examiner shall so decide, |the Commis¬ 
sioner shall cancel the registration. Appeal ipay he taken 
to the Commissioner in person from the decision of Exami¬ 
ner of Interferences. 

j 

He admits that plaintiff’s Exhibits C and D pre copies of 
communications that were mailed to plaintiff on August 25, 
1931. ! 

6. He admits that plaintiff in response to s^id petitions 
filed answers thereto and pleaded substantially! as set forth 
in paragraph 6. Defendant denies the allegation that he 
or his subordinates are without authority to hebr and deter¬ 
mine the questions raised by the petitions for'cancellation 
or to proceed therein. 

7. He admits that times have been set for |aking testi¬ 
mony in the Cancellation Proceedings but the records show 
that on February 9,1932, plaintiff filed motions! for suspen¬ 
sion of proceedings in Cancellation Proceedings No. 2334 
and 2335, which motions were granted to the extent of sus¬ 
pending said proceedings until May 10, 1932. 

8. He admits that plaintiff made a motion to j dismiss the 
Cancellation Proceedings and further moved fbr a stay of 
proceedings pending a decision on the motion t^> dismiss. 

9. He admits that the motion to dismiss wa^ denied by 
the Examiner of Interferences and that thereupon plain- 
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tiff petitioned the Commissioner of Patents for review and 
reversal of the action of the Examiner of Interfer- 

22 ences, which petition was denied as appears from 
plaintiff’s Exhibits E and F. 

10. Defendant has not sufficient information to form a 
belief as to the matters set forth in paragraph 10. 

11. Further answering defendant denies that this Court 
has jurisdiction of the subject-matter of the instant case 
which is in effect an appeal from the decision of the Ex¬ 
aminer of Interferences and the decision of the Commis¬ 
sioner of Patents (Exhibits E and F) refusing to dismiss. 
A copy of the decision of the Examiner of Interferences is 
attached hereto as Exhibit 1. No appeal lies from a deci¬ 
sion refusing to dismiss, and plaintiff has pleaded no stat¬ 
ute that gives this Court jurisdiction under the Trade- 
Mark Act of February 20, 1905, or any other Act. More¬ 
over, plaintiff is asking this Court to restrain the Commis¬ 
sioner from taking an action that is mandatory upon him 
by statute, to wit, Section 13 of the Trade-Mark Act of 
Februarv 20,1905. 

And further answering defendant denies each and every 
allegation of the Bill of Complaint not herein specifically 
and sufficiently denied or admitted, and prays that plain¬ 
tiff’s Bill of Complaint be dismissed. 

Wherefore defendant, having fully answered, prays that 
the Bill of Complaint be dismissed on the grounds: 

I. That this Court is without jurisdiction; 

II. That Section 13 of the Trade-Mark Act of February 
20, 1905, gives defendant jurisdiction to entertain the Can¬ 
cellation Proceedings involved in this suit. 

THOMAS E. ROBERTSON, 
Commissioner of Patents, Defendant . 

T. A. HOSTETLER, 

Solicitor of the TJ. S. Patent Office T 
Attorney for Defendant. 

23 District of Columbia, 

City of Washington, ss: 

I. Thomas E. Robertson, Commissioner of Patents, de¬ 
pose and say that I have read the above answer by me sub¬ 
scribed and know the contents thereof, and that the state- 
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ments of facts therein made as upon personal knowledge 
are true, and those made upon information ajid belief I be¬ 
lieve to be true. 

THOMAS E. ROBERTSON, 

Commissioned of Patents . 

Subscribed and sworn to before me this 25tjh day of Feb¬ 
ruary, 1932. 

[seal.] ALBERT W. KAISER, 

Notary Public f D . C . 

My commission expires April 6, 1933. 

| 

24 Defendant’s Exhibit 1. 

224. 

Paper No. —. 

JC/tr. | 

Address only 4 ‘The Commissioner of Patents, Washing¬ 
ton, D. C.,” and not any official by name. 

All communications respecting this application should 
give the serial number, date of filing, title of invention, and 
name of the applicant. 

I 

Department of Commerce, United States Pa|tent Office, 

Washington. 

I 

Mailed Ded. 15, 1931. 

Please find below a communication from the Examiner of 
Interference- in this case. 

THOMAS E. ROBERTSON, 

Commissioner of Patents . 

Cancellations Nos. 2334, 2335. 

Obear-Nester Glass Co. j 

v. | 

Corning Glass Works. I 

i 

Vernon M. Dorsey, 

629 F Street N. W., 

Washington, D. C.: | 

This case has been remanded by the Comnjiissioner to 
the Examiner of Interferences to further consider the legal 
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sufficiency of the defense contained in paragraph 6 of the 
answer. This defense in effect is that the language of sec¬ 
tion 22 precludes the intervener from qualifying under the 
language of section 13. If so, then the language of sec¬ 
tion 22 would he the full equivalent of adding the follow¬ 
ing amendment to section 13: 

4 4 unless such person shall have previously obtained a regis¬ 
tration disclosing the mark relied upon. ’’ 

So amended, the first sentence of section 13 would read as 
follows: 

4 4 That whenever any person shall deem himself injured 
by the registration of a trade mark in the Patent Office, he 
may, at any time, apply to the Commissioner of Patents to 
cancel the registration thereof unless such person shall 
have previously obtained a registration disclosing the mark 
relied upon.” 

It seems to the examiner fitting and proper that this 
office should remedy its own errors or mistakes, that it may 
make in issuing a registration rather than foist this task 
on others, when a person claiming to be injured 
25 thereby so requests and can qualify under the lan¬ 
guage of section 13. This view seems to be shared by 
the Federal Court in the case of Loughran et al. v. Quaker 
City Chocolate & Confectionery Co., Inc., 286 F. 698. 

It is obvious that the effect of such an amendment would 
be to penalize a person who could otherwise qualify under 
section 13. The results of such an amendment would ob¬ 
viously be so bizarre that it taxes the credulity of the ex¬ 
aminer to believe that Congress could have had any such 
intention. Moreover, such an intention, even if it existed, 
would have been likely to be manifested by express lan¬ 
guage. Especially would this seem likely when it is con¬ 
sidered that the remedy defined by section 13 must be 
interpreted liberally with a view to carrying out this 
remedy. Section 13 has in fact been so interpreted from 
the beginning. 

Stamatopoulos v. Stephano Bros., 1914 C. D. 161; 

200 0. G. 1394; 41 App. D. C. 590. 

A careful examination of Section 22 fails to disclose any 
such express language. It is the examiner’s understanding 
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that the limitation or restriction sought to be jmade by the 
respondent on the language of section 13 follows as a neces¬ 
sary implication from the language of Section 22. 

26 The several contentions which respondent makes 
in reference thereto are somewhat ingenious but 

they are deemed to be wholly insufficient to persuade the 
examiner that any such implication necessarily follows 
from the language of section 22. Similar contentions have 
been unsuccessfully made by others from time | to time with 
regard to the language of section 6 for the purpose of re¬ 
stricting or qualifying in certain ways the rigl^t of another 
to invoke the remedy specified in section 13. 

Magic Curler Company v. Porter, 128jo. G. 2088; 

1907 C. D. 163; ! 

Williams Oil-O-Matic Heating Corp. v.j The Butler 
Company, 396 0. G. 519; 39 F. (2p) 693; 1930 
C. D. 321. 

It is a significant circumstance, although not! necessarily 
a controlling one, that section 13 has been commbnly used by 
interveners to cancel registrations issued to others where 
such interveners have previously obtained registrations 
of the marks relied upon by them. The examiner estimates 
that not less than 20% of the persons who have so invoked 
section 13 had previously obtained registrations. The cases 
cited on page 2 of the brief filed by the interveAer on Octo¬ 
ber 31, 1931, are mere examples. The case of |L. Otzen & 
Co. v. The J. K. Armsby Co., 270 O. G. 191; 49| App. D. C. 
134; 261 F. 1014; 1920 C. D. 118, is an additional illustra¬ 
tion, and the cases of Gillman v. Love and Li^idblad, 151 
Ms. D. 465, and Clarkson & Ford Co. v. Hobsbn, 151 Ms. 
D. 937, to the same effect are also deemed relevant. 

27 To summarize, the examiner is clearly pf the opin¬ 
ion that neither the language of section |6, nor that 

found in section 22 restricts or limits in any way the right 
to invoke the remedy defined by the language f<jund in sec¬ 
tion 13. More specifically, the examiner is persuaded that 
if the nature of the marks used by the parties hejre involved 
is such that confusion in trade is likely then tips o"ffice has 
jurisdiction to cancel the registration of the Respondent. 
This is to say, the examiner is still of the opinion that 
this case should be continued to final hearing, j 

3—5754a ! 


I 
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The stipulation filed November 23, 1931, is therefore 
approved and the times for taking testimony are reset as 
follows: 

Testimony in chief of Obear-Nester Glass Co. to close 
January 15, 1932. 

Testimony of Corning Glass Works to close January 30, 
1932. 

Rebuttal testimony of Obear-Nester Glass Co. to close 
February 15, 1932. 

Final hearing April 15,1932, at 11 a. m. 


Examiner of Interferences . 

28 Memorandum . 

Filed May 19, 1932. 

• •*•••• 

This cause is heard upon bill and answer. 

It involves the construction of certain sections of the 
statute concerning the registration of trade marks. 

Plaintiff, Corning Glass Works, has two registrations 
for the trade-mark Pyrex. The Obear-Nester Glass Com¬ 
pany has a registration for the trade-mark Rex. 

The Obear-Nester Glass Company filed petitions in the 
Patent Office for cancellation of plaintiff’s trade-mark 
Pyrex. These were cancellation proceedings under section 
13 of the Trade-Mark Act of 1905. 

The Corning Glass Works contended in the Patent Office 
that the proper remedy of the Obear-Nester Glass Com¬ 
pany was by bill in equity under section 22 of the Act. 

The proceeding in the Patent Office of the Obear-Nester 
Glass Company is based on the contention that its own 
trade-mark and those registered by the Corning Glass 
Works are interfering trade-marks. I have no doubt that 
suit could be filed by the Obear-Nester Glass Company 
under said section 22. 

29 But the question here is- whether the Commis¬ 
sioner of Patents may proceed under section 13 of 

the Trade-Mark Act. 

Under section 6 of the Trade-Mark Act opposition may 
be filed to an application for registration. Under section 
7 interference proceedings are proper where there has 
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already been a registered trade-mark and one of the par¬ 
ties is applying for an interfering trade-mark j 

Under section 13 application may be madte to cancel a 
registered trade-mark. 

Plaintiff contends that the three proceedings provided 
for by sections 6, 7 and 13 are not overlapping; therefore 
if an applicant has a right to proceed under section 7 he may 
not also proceed under section 13. 

Plaintiff further contends that section 22 which gives a 
remedy in a court of equity where both interfering trade¬ 
marks have been registered is exclusive, and i that concur¬ 
rent jurisdiction to accomplish the same end is not given 
to the Patent Office by Section 13. , 

It is admitted by the parties that since th^ passage of 
the Act of 1905 it has been the practice to file! proceedings 
of this kind under section 13, and that the Patent Office has 
always taken jurisdiction of them; that this is the first 
case in which objection has been raised. j 

Some of these cases have gone to the Court! of Appeals 
of this District and to the Court of Customs and Patent 
Appeals. Reference is made to Salant v. Feldman, 21 F. 
(2d) 276, where such a case was decided by t(he Court of 
Appeals of this District. 

30 To my mind plaintiff’s contention id at least a 
debatable one with much reason to support it. 

But in view of the uniform practice of the Patent Office, 
concurred in by the appellate courts, I am notj justified in 
assuming that those courts have overlooked thd point. 

Therefore I conclude that the bill must be dismissed. 

May 19, 1932. i 

JESSE C. ADKjlNS, 

I Justice . 

I 

. 

31 Final Decree. 1 

I 

Filed June 1, 1932. 

j 

* # * # • # j • 

This cause having come on to be heard upon the petition 
for an Injunction, and the Answer of the defendant thereto, 
and having been argued by the respective attorneys of 
record for the plaintiff and defendant and having been 
submitted to the Court: 


i 
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Now, therefore, upon consideration of the same, it is 
hereby adjudged, ordered and decreed this 1st day of June, 
1932, that the Injunction prayed for be denied, and the 
petition and proceedings herein be dismissed, and that the 
defendant recover his costs from the plaintiff. 

JESSE C. ADKINS, 

Justice. 


Approved as to form. 

VERNON M. DORSEY, 

Attorney for Plaintiff. 

To the foregoing decree the Plaintiff notes an appeal to 
the Court of Appeals of this District; whereupon an un¬ 
dertaking to act as a cost bond is hereby fixed in the sum 
of $100.00/100, with leave to deposit $50.00 cash with the 
clerk in lieu thereof. 

JESSE C. ADKINS, 

Justice. 


Memorandum. 


June 7, 1932.—$50 deposit in lieu of bond on appeal. 
32 Assignment of Errors. 

Filed June 7,1932’. 

******* 


Now comes the plaintiff by its attorney, and for its as¬ 
signment of errors on appeal herein says: 

1. The Court erred in denying the permanent injunction 
prayed for in the bill of complaint. 

2. The Court erred in not granting the mandatory in¬ 
junction prayed for in the bill of complaint. 

3. The Court erred in refusing to grant relief under the 
bill of complaint. 

4. The Court erred in dismissing the bill and the pro¬ 
ceedings herein. 

VERNON M. DORSEY, 

Attorney for Plaintiff. 


June 6, 1932. 
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I 
I 

33 Designation of Record. 

j 

Filed June 7, 1932. j 

I 

* # # * # # j # 

The Clerk will please prepare the record on'appeal in the 
above entitled cause, and include in the transcript the 
following: 1 

1. Bill of Complaint, with exhibits thereto ^ttached. 

2. Answer, with exhibits thereto attached. | 

3. Memorandum by the Court. 

4. Final decree denying injunction and dismissing the 
bill and proceedings herein, notation of appehl, and order 
fixing undertaking or cash deposit for costs oil appeal. 

5. Memo, of making by plaintiff of $50.00 cafeh deposit on 

appeal. i 

6. Assignment of errors. j 

7. This designation. 

VERNON M. DORSEY, 

I J 

Attorney foi Plaintiff. 

June 6, 1932. 

Service of the above designation of record] to which I 
consent, acknowledged this day. i 

T. A. HOSTETjLER, 
Attorney for defendant. 

I 

I 

34 Supreme Court of the District of Coluihbia. 

United States of America, i 

District of Columbia , ss: 

I 

I, Frank E. Cunningham, Clerk of the Supreijae Court of 
the District of Columbia, hereby certify th^ foregoing 
pages, numbered from 1 to 33, both inclusive, tp be a true 
and correct transcript of the record, according t^> directions 
of counsel herein filed, copy of which is made part of this 
transcript, in cause No. 53984 in Equity, wherein Corning 
Glass Works is Plaintiff and Thomas E. Robertson, Com- 

l 7 # 

missioner of Patents, is Defendant, as the same remains 
upon the files and of record in said Court. 
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In testimony whereof I hereunto subscribe my name and 
affix the seal of said Court, at the City of Washington, in 
said District, this 25th day of July, 1932. 

[Seal Supreme Court of the District of Columbia.] 

FRANK E. CUNNINGHAM, 

Clerk . 

Endorsed on cover: District of Columbia Supreme Court. 
No. 5754. Corning Glass Works, appellant, vs. Thomas E. 
Robertson, Commissioner of Patents. Court of Appeals, 
District of Columbia. Filed Jul. 25, 1932. Henry W. 
Hodges, Clerk. 
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Corning Glass Works, Plaintiff-Appellant, 


Thomas E. Robertson, Commissioner of Patents, 
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IN THE 


I 

Court of Appeals, Bistrict of Columbia 


No. 5754. 


I 

Corning Glass Works, Plaintiff-Appellant, 

vs. 

Thomas E. Robertson, Commissioner of Patents, 

Defendant-Appellee. 


BRIEF FOR APPELLANT. 


I: 

Statement of the Case. 

This is an appeal by Corning Glass Works fpom the 
decree of the Supreme Court of the District of Colum¬ 
bia (Mr. Justice Adkins) dismissing appellant’^ bill for 
an injunction against the Commissioner of patents. 
The case was heard below upon the bill and answer. 
There are no disputed matters of fact. The question 
is one of law—the construction of certain sections of 
the Trade-mark Act. 
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On July 20, 1931, Obear-Nester Glass Company filed 
in the Patent Office petitions praying the cancellation 
of plaintiff’s registered trade-mark Pyrex, No. 
115,846, March 13, 1917, for glassware and No. 190,518 
October 14, 1924, for Nursing Bottles. The petitions 
allege that Obear-Nester Company is the owner of a 
registered trade-mark Rex for prescription bottles: 
No. 35,303, October 23, 1900, and No. 231,759, August 
23, 1927. The ground for cancellation alleged is that 
Obear-Nester’s two registered trade-marks are in¬ 
fringed by the use by the Corning Company of its two 
registered trade-marks. 

Thereupon, under the alleged authority of Section 
13 of the Trade-Mark Act 1 the Commissioner insti¬ 
tuted the proceedings here complained of to cancel the 
registrations of the appellant, the Corning Glass 
Works, and required appellant to answer. Appellant in 
its answer to the petitions, specially pleaded that on the 
face of the papers, the Commissioner was without 
jurisdiction to entertain the proceedings because they 
involve interfering registered trade-marks. Appellant 
asserted that the Commissioner under the terms of the 
statute, has no power to hear or determine the ques¬ 
tions raised by the petitions for cancellation but that 
the only remedy is by bill in equity under Section 22 of . 
the Trade-Mark Act 2 . 

Motions to dismiss the petitions upon this ground 
were denied by the Commissioner’s subordinate, the 
Examiner of Interferences. Similar motions were ad¬ 
dressed to the Commissioner in person and were denied 
by him. 


1 for text of statutes see post 7. 

2 for text of statutes see post 8. 
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Corning Glass Works thereupon filed its bijl in the 
Supreme Court of the District of Columbia against 
the Commissioner to restrain him from exceeding his 
jurisdiction by proceeding further with the jjetitions 
to cancel appellant’s trade-mark registration^ and to 
compel the Commissioner to set aside any and all 
orders for taking testimony. In a memorandum opin¬ 
ion by Justice Adkins, dated May 19, 1932, th^ Court 
below dismissed appellant’s bill and denied tHe relief 
prayed. 

Justice Adkins said (Rec. 25): 

l 

“To my mind plaintiff’s contention is tit least 
a debatable one with much reason to support it. 
But in view of the uniform practice of the Patent 
Office, concurred in by the appellate court^, I am 
not justified in assuming that those courts have 
overlooked the point. 

“Therefore I conclude that the bill must be dis¬ 
missed.” 

n. 

i 

Assignment of Errors. 

1. Error in denying the permanent injunction prayed 
for in the bill of complaint. 

2. Error in dismissing the bill of complaint ind the 
proceedings herein. 

Ill i 

Points of Law and Fact to be Discussed. 

The court below should have issued an injunction 
against the Commissioner of Patents for exceeding 
his jurisdiction in entertaining a cancellation petition 
under Sec. 13 of The Trade Mark Act, (15 U. Su C. A. 
93) because the petition sets up interfering registered 
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trade-marks and in such case the only remedy is by bill 
in equity under Sec. 22 of The Act (15 U. S. C. A. 102). 

Robertson & Howard v. Baldwin, 52 App. D. C. 
368, 287 Fed. 942 (on appeal 265 U. S. 168). 

Otherwise there is no access to a court to determine 
the rights of claimants to registered marks. There 
can be no suit in such case under R. S. U. S. 4915 Heid- 
brink v. McKesson, 53 Fed. (2d) 321, MacGregor v. 
Chesterfield, 31 Fed. (2d) 791. This gives to a regis¬ 
trant less rights than to an applicant who can proceed 
under R. S. U. S. 4915. 

The general principles of statutory construction re¬ 
quire that Sec. 22 shall dominate Sec. 13 because it 
deals with specific and limited subject matter, viz : 
interfering registered trade-marks while Sec. 13 deals 
with cancellations generally. 

Long v. Culp, 14 Kan. 412, quoted in 

U. S. v. Jackson, 143 Fed. 783. 

£7.| S. v. Mason, 33 App. D. C. 350. 

Jurisdiction is presumed to be absent in tribunals 
of limited power like the Patent Office— 

Banks v. Gordon, 272 Fed. 821. 

O’Neil v. Co-operative League of America, 278 
Fed. 737. 

Newcomb v. Burbank, 181 Fed. 334. 

The repeated assumption of jurisdiction does not 
confer it— 

Boyd v. Alabama, 94 U. S. 645. 

Gray v. Larrimore, Fed. Cas. 5721. 

14 Corpus Juris 832. 


Assuming jurisdiction without challenge is po ground 
for holding that jurisdiction exists and the coprt below 


erred in so deciding. 


i 

Baldwin v. Howard , 256 U. S. 35, 40. 

Bratsch v. People , 195 Ill. 165; 62 N. E. Rep. 895. 

Van Loon v. Lyons, 61 N. Y.-22. 

i 

l 

Public policy requires that the owner of trade-marks 
long on the register who has acquired substantive 
rights in them be given a day in a court off general 
jurisdiction where all equitable defenses are available 
to him. This is the purpose of Section 22 off the Act 
and the Commissioner of Patents in insisting on re¬ 
taining jurisdiction of these petitions and proceeding 
with them is exceeding his authority and should be en¬ 
joined. 


IV. 

ARGUMENT. | 

The Statutes That Are Applicable, i 

There are three adversary proceedings in jhe Pat¬ 
ent Office. 

Act (15 
g notice 


(1) Opposition to registration, Sec. 6 of the 
U. S. C. A. 86) which must be instituted by film] 
within thirty days from the date of publication of the 
mark applied for in the Official Gazette. The ptovision 


is 


“Any person who believes he would be damaged 
by the registration of a mark may oppose tne same 
by filing notice of opposition, stating the grounds 
therefor, in the Patent Office within thirty days 
after the publication of the mark sought to be 


registered.’’ 




6 


(2) Interference. Sec. 7 of the Act, (15 U. S. C. 
A. 87) provides: 

“ Whenever application is made for the regis¬ 
tration of a trade-mark which is substantially 
identical with a trade-mark appropriated to goods 
of the same descriptive properties, for which a 
certificate of registration has been previously is¬ 
sued to another, or for registration of which an¬ 
other has previously made application, or which 
so nearly resembles such trade-mark, or a known 
trade-mark owned and used by another, as, in the 
opinion of the commissioner, to be likely to be 
mistaken therefor by the public, he may declare 
that an interference exists as to such trade-mark, 
and in every case of interference or opposition 
to registration he shall direct the examiner in 
charge of interferences to determine the question 
of the right of registration to such trade-mark, 
and of the sufficiency of objections to registration, 
in, such manner and upon such notice to those 
interested as the commissioner may by rules pre¬ 
scribe.’ ’ 

Interference under this -section is the proceeding in 
the Patent Office when there is a conflict between a 
registered mark and an application to register the 
same or a deceptively similar mark, or between two 
applications. The Commissioner is authorized to de¬ 
termine whether and to whom registration shall be 
granted. 

No such interference was declared between Corning 
and Obear-Nester in the instant case and the marks of 
both parties were registered. The certificates were 
issued as prescribed by Section 11 (15 U. S. C. A. 91), 
in the name of the United States of America under 
the seal of the Patent Office and signed by the Commis- 




I 


i 

I 

I 
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I 

sioner. The registrations of both parties so far as the 
Patent Office is concerned, are entitled to the same 
presumption of validity. 

(3) Cancellation. Section 13 of the Act (15 U. S. 
0. A. 93), provides that: j 

“Whenever any person shall deem himself in¬ 
jured by the registration of a trade-matk in the 
Patent Office he may at any time apply to!the Com¬ 
missioner of Patents to cancel the registration 
thereof. The Commissioner shall refer 1 'such ap¬ 
plication to the examiner in charge of interfer¬ 
ences, who is empowered to hear and determine 
this question and who shall give notice thereof to 
the registrant. If it appear after a hearing before 
the examiner that the registrant was nol[ entitled 
to the use of the mark at the date of his applica¬ 
tion for registration thereof, or that the mark is 
not used by the registrant, or has been abandoned, 
and the examiner shall so decide, the Commis¬ 
sioner shall cancel the registration. Appeal may 
be taken to the commissioner in person |rom the 
decision of the examiner of interferences, j ’ 

i 

i 

Cancellation proceedings can be instituted at any 
time by any person who shall deem himself injured by 
the registration of a mark. There are three grounds 
- for cancellation: that the registrant was not entitled to 
the use of the mark at the date of his application for 
registration thereof; or that the mark is not used by 
the registrant; or has been abandoned. The purpose 
of this section is evidentlv to cut out dead wood and 

* i 

to remove from the register marks which hre not 
proper trade-marks on account of their inherent char¬ 
acter, such as descriptive names and the like, j 

The statute up to this point takes care of ev^ry pos¬ 
sible contingency except one—interfering registered 
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trade-marks. The opposition section has no applica¬ 
tion since this is designed to prevent registration. The 
interference section has no application when both 

i 

marks have been registered as an interference can only 
be declared between two conflicting applications or a 
registration and an application. The cancellation par¬ 
agraph does not apply because, none of the three 
grounds for cancellation is alleged in this case, i. e., 
abandonment, non-use, or lack of right. The cancella¬ 
tion section is predicated on a showing of injury “by 
the registration of a trade-mark in the Patent Office.” 
There is no allegation in the petitions of any injury to 
the petitioner resulting from the registrations sought 
to be cancelled. Such injury as is alleged is assumed 
to be from the use by the Corning Company of its mark, 
which might be proper enough in a bill in equity to en¬ 
join its use but is not a ground for cancellation under 
Section 13 of the Act. There could not be any injury 
resulting from registration because each party has a 
registration and each is therefore entitled to every 
benefit which registration gives, e. g ., the right to sue 
in Federal Courts and the remedies which the Act pro¬ 
vides. 

There remains only the question of interfering regis¬ 
tered trade-marks which is not covered expressly or by 
implication in any of the sections above referred to, 
but is specifically covered in Section 22. 

Section 22 of the Act (15 U. S. C. A., 102) provides 
that: 

“Whenever there are interfering registered 
trade-marks, any person interested in any one of 
them may have relief against the interfering regis¬ 
trant, and all persons interested under him, by suit 
in equity against the said registrant; and the court, 
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on notice to adverse parties and other due pro¬ 
ceedings had according to the course <\f equity, 
may adjudge and declare either of the | registra¬ 
tions void in whole or in part according jfco the in¬ 
terest of the parties in the trade-mark, and may 
order the certificate of registration to be delivered 
up to the Commissioner of Patents for cancella¬ 
tion. 91 

I 

I 

Section 22 is limited to interfering registered trade¬ 
marks and provides that relief in such case n}ay be by 
bill in equity. We contend that this remedy is exclu¬ 
sive in cases where it applies. When the statute is in¬ 
terpreted in this way, each section has a meaning and 
each is directed to a specific thing and there is jno over¬ 
lapping. 

When Section 13 is construed, as we contend it should 
be construed, by excluding from its purview tjhe cases 
falling within Section 22, the Trade-Mark Statute is a 
consistent whole without confusion in the applicabil¬ 
ity of its sections. j 

Thus, Section 6 is to be invoked by one not ^aiming 
registration against one asking registration. 

Section 13 is to be invoked by one not claiming a 
registration against one owning a registration. 

Section 7 is to be invoked by an applicant fqr regis¬ 
tration against another applicant for or the ojwner of 
a registration. 

Section 22 is to be invoked by one owning a registra¬ 
tion against another owner of a registration, j 

Section 12 (15 U. S. C. A. 92) provides that si certifi¬ 
cate of registration shall remain in force for twenty 
years, the only exception being with respect 1 6 marks 
previously registered in a foreign country. The cer¬ 
tificates of registration of all the marks included in 
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these proceedings were duly issued by the Patent Office 
without opposition or the declaration of any interfer¬ 
ence, in the name of the United States and under the 
seal of the Patent Office and, under Section 16 (15 U. S. 
C. A. 96) of the Act. Both certificates are prima facie 
evidence of ownership duly declared by the Commis¬ 
sioner of Patents under the Seal of the Patent Office. 
The Patent Office exhausted its jurisdiction when it 
held the marks not to be interfering marks and issued 
both certificates. The petitions for cancellation do not 
allege any mistake by the Commissioner of Patents, 
but merely seek, after the lapse of fourteen years, to 
have the Commissioner reverse himself. 

In short, the petitioner for cancellation has applied 
to the Commissioner to have him change the ruling he 
made when he issued the Corning registrations in 1917 
and 1924; the stated ground on which this is asked be¬ 
ing the petitioner’s registrations which were before 
him when he issued the Corning certificates. 

Congress provided for this when it said that in 
the case of interfering registered trade-marks the 
controversy should be determined by a court of 
equity under Section 22 rather than to try again in the 
Patent Office a question already determined there. 

Corning Glass Works, by the fact of registration, 
has, under the Act, a prima facie right to the mark 
Pyrex a§ against every one, including the Obear- 
Nester Glass Company. The courts of general juris¬ 
diction are open to those who dispute this right. 

The jurisdiction of the Patent Office is limited to the 
determination of the right to register. It decided this 
question when it issued the certificates. 

The Supreme Court in American Steel Foundries 
v . Robertson , 269 U. S. 372, in discussing the power of 
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Congress to legislate on substantive rights in trade¬ 
marks, speaking by Mr. Justice Sutherland (381), said: 
“that body (Congress) has been given no power to 
legislate upon the substantive law of trademarks.” 
The petitions in this case devote themselve^ to aver¬ 
ments relating to the alleged effect in the market 
of the use of its Pyrex trade-mark by tjie Corn¬ 
ing Glass Works. Indeed, their averments would 
be appropriate in an action for an injunction to 
restrain the use of appellant’s trade-mark, ^he issue 
raised by the petitions is a matter of substantive law 
beyond the legislative power of Congress. Certainly 
a power which Congress does not have cannot be dele¬ 
gated to an administrative official. Manifestly no con¬ 
struction of an act of Congress should be indulged in 
which raises serious constitutional doubts. 


The Applicable Decisions. 

The only reference to Section 22 of the Trade¬ 
mark Act in the decisions which we have been able to 
find is in Robertson, Commissioner of Patents ( R. S. 
Howard Co., intervener) vs. United States ex rel .. 
Baldwin Co., reported below, 52 App. D. C. $68, 287 
Fed. 942. This case concerned the construction of, and 
remedies under Section 9 of the Trade-mark Apt relat¬ 
ing to the correction of errors made by the Commis¬ 
sioner under Sections 6, 7 and 13. In differentiating 

1 

between the provisions of Section 9 and its analogy to 
Sections 4914 and 4915, Revised Statutes, and remedies 
thereunder, and Section 22 of the Trade-mark Statutes, 
this Court said (p. 944): j 

i 

l 

“And what is said with respect to this Section 
may also be said with respect to Sectioh 4915, 
which deals with patent cases after they have 


i 
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been disposed of by this Court or by the Com¬ 
missioner in case no appeal is taken to this 
Court. There is nothing in it which relates to an 
appeal from the Commissioner to this Court, and 
therefore it cannot affect ‘such proceedings’. Be¬ 
sides, Congress has provided by Section 22 of the 
trade-mark statute (33 St at. 729 (Comp. St. Sec. 
9507)), for proceedings in equity after a case has 
finally been disposed of by this Court. It is there 
declared that : 

‘Whenever there are interfering registered 
trade-marks any person interested in any one 
of them may have relief against the interfering 
registrant, and all persons interested under him, 
by suit in equity against the said registrant.’ 

“But no provision is made for a suit in equity in a 
case such as the one before us. Does not this call 
for the application of the maxim, ‘ Expressio unius 
est exclusio alterius?” 

On appeal to the Supreme Court the same construc¬ 
tion was given to Section 22 as had been given by this 
Court. See United States ex rel., Baldwin Co, vs. Rob¬ 
ertson (265 U. S. 168), where at page 181, the Court 
says: 


“An examination of Section 22 shows that it 
refers to an independent suit between claimants 
of trade-marks, both of which have already been 
registered. The Commissioner is not a party to 
such litigation, but is subject to the decree of the 
Court after it is entered. It is just like the pro¬ 
ceeding in Section 4918 (Comp. St. Sec. 9463) to 
settle controversy between interfering patents 
already granted by the Patent Office. Section 9 
of the Trade-mark Act is wider than Section 22 
in its scope. It includes one who applies for reg¬ 
istration of an unregistered trade-mark which in¬ 
terferes with one already registered.” (Italics 
ours.) 




The plain implication to be drawn from the language 
of this Court and of the Supreme Court is! that the 
remedy in cases of interfering registered traide-marks 
is by bill in equity and not in the Patent Office. 

The Supreme Court has held in American Steel 
Foundries v. Robertson, 262 U. S. 209, 215, that “ Con¬ 
gress intended to produce a parallelism in thb mode of 
securing these two kinds of Government monopoly from 
the Patent Office ’ ’, and in U. S. ex rel. Baldwifi v. Rob¬ 
ertson, Commissioner, 265 U. S. 168, 179, that |the prac¬ 
tice with respect to trade-marks is assimilated to the 
practice with respect to patents. 

Indeed, in these two cases the Court held tkat a bill 
in equity under Section 4915 of the Revised Statutes 
could be filed in trade-mark cases, although there is 
no express provision to that effect in the Apt. This 
conclusion was reached because the language ojc Section 
9 of the Trade-mark Act 4 ‘and the same rules!of prac¬ 
tice and procedure shall govern in every stagp of suit 
proceeding as far as the same shall be applicable ’ ’ 
indicated the purpose of Congress to have parent and 
trade-mark cases run a parallel course. 

As the Supreme Court said at another place |in Bald¬ 
win Co. v. Robertson, 265 U. S. 168, 180.: | 

“The inherent differences between tradp marks 
and patents should not prevent our giving effect to 
the remedial purpose of Congress in carrjdng out 
the analogies between the two classes of privileges 
to secure a common procedure.” (Italics purs) 

I 

In 1927 Section 4915 of the Revised Statuses was 
amended (35 U. S. C. 63). This amendment did away 
with the practice theretofore in vogue of permitting 
a bill to be filed in a Court of equity after an appeal 
to this Court, and provided an alternative thpt a bill 
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could be filed, or an appeal could be taken from the 
decision of the Patent Office, but that both courses 
could not be followed—one or the other might be, but 
not both. 

It has always been the policy of the law to permit 
judicial review of administrative decisions by the Pat¬ 
ent Office, and indeed of administrative decisions gen¬ 
erally. As an instance, appeals are.provided from the 
decision of the Board of Tax Appeals to this and other 
appellate courts. 

Under Section 4915 as amended it is held that a per¬ 
son who has a patent and is defeated in interference 
proceedings in the Patent Office cannot file a bill under 
Section 4915 of the Revised Statutes. Examples are 
Heidbrink v. McKesson, 53 Fed. (2d) 321; MacGregor 
v . Chesterfield, 31 Fed. (2d) 791. 

Assimilating the practice and procedure in patent 
and trade-mark cases, as the Supreme Court says 
must be done; a person who has a registration and is 
defeated in the Patent Office, has no access to a Court 
of Equity under Section 4915 of the Revised Statutes. 

Both parties to the present proceeding have regis¬ 
trations of their trade-marks. Therefore, if this Court 
should hold that the Patent Office has jurisdiction to 
proceed with the petitions filed by the Obear-Nester 
Glass Co. against the Corning Glass Works, since both 
have registrations, neither party can have access to 
the Court of Equity under Section 4915.* It may 
be that an appeal will lie to the Court of Customs 
and Patent Appeals but that court, as the Supreme 
Court has held, does not sit as a court in such case, but 
merely as another tribunal of the Patent Office. It has 

*A proceeding under Section 4915 is not an appeal; it is an inde¬ 
pendent proceeding (Gandy v. Marble, 122 U. S. 432). 
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before it only the same record that was beforA the Pat¬ 
ent Office, without the possibility of any addition there¬ 
to, cannot consider any equitable defense ai}d its de¬ 
cision is not an adjudication binding on hny one. 
Postum Cereal Co. v. California Fig-Nut Co.\ 47 S. C. 
284; 272 U. S. 693, 71 L. Ed. 478. 

Therefore, unless Section 22 of the Trade-ijnark Act 
governs in a case like this to the exclusion of Section 
13, neither party to the petitions for cancellation in 
the Patent Office can have any judicial review, ^nd both 
are denied access to a court for final determination of 
their conflicting claims to the interfering registered 
marks which are involved in this case. 

Under the interpretation placed by the lowpr Court 
on Section 22, the appellant here is penalized |for hav¬ 
ing a registered trade-mark, to which every presump¬ 
tion of validity attaches. If it were a mere applicant 
whose registration was opposed it could invoke Sec¬ 
tion 4915 and obtain a judicial review of an Adminis¬ 
trative act of the Office. 


The General Principles of Statutory Construction. 

The Trade-mark Act must be construed as A whole. 
The intention of Congress cannot be drawn ftfom one 
isolated section, but must be gathered from th^ entire 
Act. United States ex rel. Buffalo Pitts Company v. 
Buell, Commissioner, 1900 C. D. 397; 93 0. (Jr. 1491; 
Sun-Maid Raisin Growers v. American Grocer\ Co., 40 
Fed. (2d) 116. 

Congress must have had some reason for including 
Section 22 in the Act. It is our contention that we 
have interpreted it in the only reasonable manner 
possible, at the same time giving full effect j;o both 
Section 13 and Section 22. 
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The general principles of statutory construction, it 
seems to us, require the conclusion that, as Section 22 
deals with a specific and limited subject-matter, viz., 
controversies over interfering registered trade-marks, 
it takes precedence over Section 13, which deals with 
cancellations generally. 

In this connection the remarks of Justice Brewer in 
Long v . Culp, 14 Kan. 412, 414, quoted with approval 
by the Circuit Court of Appeals for the Ninth Cir¬ 
cuit in U. S. v . Jackson, 143 Fed. 783, 787, are particu¬ 
larly appropriate: 

“It is also a rule of construction that, when one 
' section of a statute treats specially and solely of 
a matter, that section prevails in reference to that 
matter over other sections in which only inciden¬ 
tal reference is made thereto. Not because one 
section has more force as a legislative enactment 
than another, but because the legislative mind hav¬ 
ing been, in the one section, directed to this mat¬ 
ter, must be presumed to have there expressed its 
intention thereon rather than in other sections 
where its attention was turned to other things.” 

In United States v. Mason, 33 App. D. C. 350, this 
Court had before it the question whether a later gen¬ 
eral statute repealed by implication an earlier one deal¬ 
ing specifically with the same subject. 

This Court in holding that the earlier statute was 
not repealed said (p. 354): 

“Repeals by implication are not favored, and 
it is also true that general and specific provisions , 
in apparent contradiction, whether in the same or 
different statutes, and without regard to priority 
of enactment, may subsist together, the specific 
qualifying and supplying exceptions to the gen - 


I 


eraly unless there is something else t<() indicate 
that the later provision was intended to amend, 
or exclude the operation of, the other. J Townsend 
vs. Little , 109 U. S. 504, 512, 27 L. Ed. Ii012, 1015, 
3 Sup. Ct. Rep. 357.’’ (Italics ours) 

i 

Jurisdiction is Presumed to be Absent. 

I 

Before discussing further the specific question which 
this case presents, it may be desirable to advbrt to the 
question of jurisdiction generally. ; 

Sources of jurisdiction are: first, the Constitution; 
second, the statutes enacted pursuant to and in con¬ 
formity with the Constitution; and third, thejcommon 
law in so far as it is not repugnant to the Constitution 
or laws enacted thereunder. As is aptly saiid in 15 
Corpus Juris, at page 731, “ courts can neijther de¬ 
cline jurisdiction conferred upon them nor assume that 
which is not conferred”. ! 

We are here considering a question of jurisdiction 
of the subject-matter. The Federal and Statb courts 
all agree that such a question may be raised at any 
time. The rule is succinctly stated in 15 Corpfis Juris 

847, as follows: I 

' 1 

“An absolute want of jurisdiction over the sub¬ 
ject matter may be taken advantage of at any 
stage of the proceedings.” 

I 

l 

This rule is universally adopted by both the Federal 
and the State courts. 

We wish to emphasize the fact that, in cotirts of 
limited jurisdiction, the presumption always \s that 
jurisdiction is absent. Jurisdiction is the right or 
power whch rests in a court or other tribunal tio hear 
and determine a cause. Such power or authority is 


i 
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conferred only by law, and the presumption is, in the 
case of Federal tribunals, that jurisdiction does not at¬ 
tach unless it affirmatively appears that it does. There 
is, of course, no presumption in favor of the jurisdic¬ 
tion of the Commissioner of Patents. This Court has 
frequently held that the jurisdiction of the Commis¬ 
sioner is narrow and must be found within the terms of 
the statute. The Commissioner is not a court of gen¬ 
eral jurisdiction. In Banks v. Gordon, et al., 272 Fed. 
821 (C. C. A. 2), Judge Rogers said, page 823: 

“The jurisdiction and powers of federal courts 
are derived from the Constitution and the acts of 
Congress. They possess only such powers as have 
been conferred upon them. In an action in such 
courts it is presumed that the court is without 
jurisdiction until the contrary affirmatively ap¬ 
pears.” 

In O’Neil v. Co-operative League of America, 278 
Fed. 737, Judge Witmer said, page 737: 

“It is the duty of the court to inquire whether 
the showing made entitles the plaintiff’s case to 
consideration here. The jurisdiction of this court 
is limited, in the sense that it has no jurisdiction 
except that conferred by the Constitution and laws 
of the United States, and a cause is presumed to 
be without its jurisdiction, unless the contrary 
affirmatively appears.” 

In Newcomb et al . v. Burbank et al., 181 Fed. 334, 
Judge Noyes said, page 335: 

“The courts of the United States exercise only 
the limited jurisdiction conferred upon them by 
the federal Constitution and laws. There is no 
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presumption in favor of their jurisdiction. On the 
contrary, the rule is inflexible that the ijacts upon 
which jurisdiction depends must appeajr affirma¬ 
tively upon the record.” 

I 

There being a presumption against the jurisdiction 
of the Commissioner let us now examine the reasons 
given by the Court below for holding that the presump¬ 
tion was overcome. 


The Reasons Given by the Court Below for Dismissing 

the Bill. 

| 

Mr. Justice Adkins intimated pretty strongly that 
he thought our interpretation of the Trade-iflark Act 
was the correct one, but that, as the Patent Office for 
many years had been entertaining cases involving in¬ 
terfering registered trade-marks, and that sujih proce¬ 
dure has been concurred in by the appellate courts, the 
bill ought to be dismissed. 

Since the decision below we have examined the 
reports of nearly one hundred cancellation pro¬ 
ceedings which have been before either this Court 
or the Court of Customs and Patent Appeals, and 
have found but eight cases where a petition! to can¬ 
cel has been granted when petitioner an^ regis¬ 
trant were both owners of registered trademarks, 
and in no case was the question of jurisdiction Referred 
to. Clearly the practice of allowing such petitions to 
be filed under the supposed authority of Sectipn 13 is 
not so prevalent as the Court below seems to I believe. 
We concede that this is the first time the question has 
. been raised of the jurisdiction of the Commissioner to 
entertain a cancellation proceeding under the icircum- 
stances disclosed by this record. The Court bejlow ap- 


i 
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parently takes the position that error often repeated 
and, as far as the cases are concerned, never ques¬ 
tioned, can, through such repetition, write into a statute 
a meaning not apparent from the face of it and can 
give jurisdiction where none exists. We know of no 
authority for this proposition. 

In Boyd vs. Alabama, 94 U. S. 645, 648, Mr. Justice 
Field said: 

4 ‘Courts seldom undertake, in any case, to pass 
upon the validity of legislation, where the question 
is not made by the parties. Their habit is to meet 
questions of that kind when they are raised, but 
not to anticipate them. Until then they will con¬ 
strue the acts presented for consideration, define 
their meaning, and enforce their provisions. The 
fact that acts may in this way have been often be¬ 
fore the court is never deemed a reason for not 
subsequently considering their validity when that 
question is presented. Previous adjudications 
upon other points do not operate as an estoppel 
against the parties in new cases, nor conclude the 
court, upon the constitutionality of the acts, be¬ 
cause that point might have been raised and de¬ 
termined in the first instance.’’ 

Mr. Justice Field in Gray v. Larrimore, Fed. Case 
5721, said (Vol. 10 Fed. Cases, page 1028): 

“It is a familiar doctrine that the jurisdiction 
of any court over either the person of the defen¬ 
dant or of the subject matter, may be inquired 
into whenever any right or benefit is claimed 
under its proceedings. The want of jurisdiction 
will render its judgments and decrees unavail¬ 
able for any purpose (Borden v. Fitch, 15 Johns . 
140; Williamson v. Berry, 8 How. 49 U. S. 
541). The doctrine is as applicable to the pro¬ 
ceedings of courts of superior or general author- 
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ity as it is to courts of inferior or limited author¬ 
ity. The difference between these courts in this 
respect relates only to the presumptions raised by 
the law. With reference to courts of j superior 
or general authority, jurisdiction is presumed un¬ 
til the contrary appears; but with reference to 
courts of inferior or limited authority, the juris¬ 
diction must be affirmatively shown by par¬ 
ties who claim any right or benefit un$er their 
proceedings. Mills v. Martin, 19 Johns 33; Bloom 
v. Burdick, 1 Hill 140.’ ’ j 

i 

The rule is stated in 15 Corpus Juris 832, that: 

“The mere exercise of jurisdiction by courts 
of inferior, limited or special jurisdiction |does not 
raise a presumption of the existence of the requi¬ 
site jurisdictional facts, for nothing is presumed 
to be within the jurisdiction of such courtb * * *. ’ ’ 

I 

| 

A great mass of Federal and State precedents are 
cited in support of the statement. 

The Commissioner of Patents is not a court. He is 
an administrative officer exercising, by virtue of the 
statutes, certain judicial functions. In hearing and de¬ 
termining cancellation proceedings he is acting in his 
judicial capacity. Certainly no one would contend that 
his jurisdiction should be tested by a rule mor^ liberal 
than that applied to the Federal courts and others of 
limited jurisdiction. Only to courts of general juris¬ 
diction is the liberal rule applied and only as to them 
is there a presumption in favor of jurisdiction. Of 
course, the assumption of jurisdiction cannot cqnfer it, 
and assuming jurisdiction without challenge is no 
ground for holding that jurisdiction exists. 

In Baldwin Co. v. R. S. Hoivard Co., 256 Ui S. 35, 
p. 407, Mr. Justice Day said: 
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“It is true that in Estate of Beckwith v. Com¬ 
missioner of Patents, 252 U. S. 538, 40 Sup. Ct. 
414, 64 L. Ed. 705, this court allowed a writ of cer¬ 
tiorari from a decision of the Court of Appeals 
of the District of Columbia, affirming a decision 
of the Commissioner of Patents, in an application 
to register a trade-mark. No question of the ju¬ 
risdiction of the court was considered in that case, 
and an inadvertent allowance of the writ of cer¬ 
tiorari does not establish the jurisdiction of the 
court. Fritch, Inc., v. United States, 248 U. S. 458, 
463, 39 Sup. Ct. 158, 63 L. Ed. 359/ : ’ 

In Bratsch v. The People, 195 Ill. 165; 62 N. E. Rep. 

895, the Court said: 

“That the Circuit Court of Cook County may 
have, in some cases similar to this, assumed juris¬ 
diction, and that such cases, without challenge, 
passed through this court, is a matter of no conse¬ 
quence, so far as the present inquiry goes. A 
question, though involved in the case, if not raised 
in the argument or passed upon by the court of 
review, has no controlling force when the question 
is directly presented to the court for determina¬ 
tion/ ’ 

In VanLoon v. Lyons, 61 N. Y. 22, the Court said: 

“Finallv it was determined that while the se- 
curity did not conform to the statute, inasmuch as 
the judges of the District Court of the City of 
New York had, for about fourteen years, otherwise 
decided, it would be dangerous to disturb the 
erroneous decision. We are not quite prepared to 
say that an erroneous assumption of an inferior 
court as to its jurisdiction, however long persis¬ 
ted in, can establish the fact. We are referred to 
no case, and we think none can be found, where 
jurisdiction has been maintained by a long per- 


sistence in error, and the law gives it in this re¬ 
spect no sanctity however long submitted to. ’ ’ 


The extent of and limitations on the jurisdiction of 
the Commissioner of Patents are fixed by the Statutes. 
Controversies as to the extent and limits of his juris¬ 
diction can be settled only by the courts. If any pre¬ 
sumption exists, it is that, not being a court qf general 
jurisdiction, the Commissioner of Patents has! no juris¬ 
diction, for the rule is that such tribunals ar^ confined 
strictly within the powers granted (See 1^ Corpus 
Juris 726.) I 

The right to take jurisdiction cannot be Rested by 
administrative usurpation. Jurisdiction of thip subject 
matter may be tested at any time in any proceeding. 
This Court may consider the jurisdictional jquestion 
here raised unfettered by any presumptions in favor 
of the existence of jurisdiction or of the correctness of 
administrative construction, however long adhered to. 


V. 

Conclusion. 

I 

There is every reason why controversies such as this 
should be adjudicated in the courts rather thap in the 
Patent Office. Marks which have been on the register 
for a long time, from this fact alone, are respected; 
registration is a public claim of right to the registered 
mark. When this claim remains unchallenged for 
years, affirmative rights are created and equities arise 
in favor of the person whose claims are thus acqjuiesced 
in. Take the present case as an example. Thq Pyrex 
trade-mark sought to be cancelled has been registered 
since 1917. The Pyrex mark has been widely used 
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and a valuable business built up in Pyrex glass with¬ 
out any attack from the Obear-Nester Company or 
anyone. No suit or other proceeding had been in¬ 
stituted up to the time that these petitions for cancel¬ 
lation were filed in the Patent Office, and none has 
since been brought. In this interval substantive rights 
of great value have come into being. 

These substantive rights can be adjudicated only in a 
court of general jurisdiction and cannot be decided in 
an administrative tribunal of limited jurisdiction like 
the Patent Office. The defense of laches cannot be in¬ 
terposed in the Patent Office. This is the reason why, 
in cases like this, involving interfering registered 
marks, every consideration demands that the proceed¬ 
ings be had in a court where all equitable defenses 
can be raised and given effect. There are thus cogent 
reasons why the Patent Office should not, as a matter 
of public policy, be permitted to proceed with these 
cases. These considerations, no doubt, account for the 
inclusion of Section 22 of the Act opening a court of 
equity to suits in which substantive rights are involved. 

It seems to us that the Court below erred in giving 
any weight to the supposed fact that the Patent Office 
has been entertaining proceedings involving interfer¬ 
ing registered trade-marks. The question here is not 
how the Patent Office administratively may have inter¬ 
preted the Act, but how the plain language of the Act is 
to be interpreted and a meaning given to each section, 
in view of its obvious purpose. We see no escape from 
the conclusion that the Commissioner, in insisting that 
the proceedings before him must go on under Section 
13, and in assuming to entertain them, is exceeding his 
jurisdiction. Furthermore, we do not believe that an ad¬ 
ministrative interpretation or the suppositions of the 
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bar have any bearing on this case. These Considera¬ 
tions certainly cannot prevail in the face of the plain 
language of the statute. Moreover, they cannot affect 
a question of jurisdiction. The argument that the un¬ 
challenged assumption of jurisdiction over subject mat¬ 
ter, confers it, is equivalent to the assertion! that tacit 
consent can give jurisdiction. Where jurisdiction does 
not exist consent can never give it. 

We therefore submit that the decree bel<jw should 
be reversed and that the Commissioner should be en¬ 
joined in accordance with the prayer of tie bill of 
complaint from exceeding his jurisdiction byj proceed¬ 
ing further in the petitions for cancellation how pend¬ 
ing in the Patent Office. j 

i 

I 

Respectfully submitted, 

l 

Vernon M. Dorsey! 

Wm. R. Green, Jr.,[ 

Edward S. Rogers, 

Counsel for Appellant. 
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In the Court of Appeals of the District of 

Columbia 


No. 5754 

I 

I 

Corning Glass Works, appellant ! 

*. I 

. Thomas E. Robertson, Commissioner op Patents, 

i 

appellee 


BRIEF FOE THE COMMISSIONEE OF PATENTS 


STATEMENT OF THE CASE 

I 

I 

This is an appeal from the decree of the Supreme 
Court of the District of Columbia dismissing appel¬ 
lant’s bill for an injunction. 

On July 20, 1931, Obear-Nester Glass Company 
filed in the Patent Office petitions praying the can¬ 
cellation of appellant’s registered tradej-mark 
Pyrex, No. 115846, March 13, 1917, for glassware, 
and No. 190518, October 14,1924, for Nursing Bot¬ 
tles. The petitions allege that Obear-Nester j Com¬ 
pany is the owner of a registered trade-mark Rex 
for prescription bottles; No. 35303, October 23,1900 
and No. 231759, August 23, 1927. The ground for 

(i) I 
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cancellation alleged is that Obear-Nester’s two reg¬ 
istered trade-marks are infringed by the use by the 
Corning Company of its two registered trade¬ 
marks. The petitions for cancellation were filed 
under the authority of Section 13 (15 U. S. C. A. 93) 
of the trade-mark Act of February 20, 1905. Ap¬ 
pellant made motions in the Patent Office to dis¬ 
miss the petitions for cancellation on the ground 
that petitioner’s remedy was under Section 22 and 
not Section 13. The motion to dismiss was denied 
by the tribunals of the Patent Office. 

Thereupon appellant filed its bill in Equity, No. 
53984, to restrain the Commissioner of Patents 
from proceeding further with the petitions for can¬ 
cellation. The relief prayed for in the bill was 
denied. This appeal then followed. 

ARGUMENT 

The question involved in this appeal is: Did the 
Obear-Nester Glass Company have the right to pro¬ 
ceed in the Patent Office under Section 13 in its 
cancellation proceeding or should it have proceeded 
in the District Court under Section 22 of the Trade- 
Mark Act ? The two sections 13 and 22 emphasized 
for convenience of comparison read as follows: 

Sec. 13. That whenever any person shall 

DEEM HIMSELF INJURED BY THE REGISTRATION 

of a trade-mark in the Patent Office he may 
at any time apply to the Commissioner of 
Patents to cancel the registration thereof. 
The Commissioner shall refer such applies- 
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tion to the examiner in charge of interfer 1 
ences, who is empowered to hear and deter¬ 
mine this question and who shall give notice 
thereof to the registrant. If it appear after 
a hearing before the examiner— 

(1) that the registrant was not entitled to 
the use of the mark at the date of his appli¬ 
cation for registration thereof, or 

(2) that the mark is not used by thp regis¬ 
trant, or i 

(3) has been abandoned, and 

the examiner shall so decide, the Comissioner 
shall cancel the registration. Appeal may 
be taken to the Commissioner in person from 
the decision of examiner of interferenjces. 

Sec. 22. That whenever there are (inter¬ 
fering registered trade-marks, any person 
interested in any one of them may hav^ relief 
against the interfering registrant, ajnd all 
persons interested under him, by sjuit in 
equity against the said registrant; aijid the 
court, on notice to adverse parties and| other 
due proceedings had according to the jsourse 
of equity, i 

(1) may adjudge and declare either jof the 

registrations void in whole |or in 
part according to the interest of the 
parties in the trade-mark, and! 

(2) may order the certificate of registra¬ 

tion to be delivered up to the |Com- 
missioner of Patents for cancella¬ 
tion. * 

* - >i 

For jurisdiction under Section 13 it is only neces¬ 
sary that petitioner for cancellation “ shall deem 
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himself injured by the registration” and upon any 
of the findings 1, 2, and 3 (supra,) “the Commis¬ 
sioner shall cancel the registration.” 

For jurisdiction under Section 22 it is necessary 
that there be “interfering registered trade-marks.” 
The grounds upon which either of the registered 
trade-marks may be declared void are not stated in 
Section 22. 

The registered trade-marks here involved are 
“Rex” and “Pyrex.” The question of the merits 
of the controversy “Rex” and “Pyrex” is not be¬ 
fore the Court for adjudication, or should not be. 
However, to come within Section 22 at all, the two 
marks “Rex” and “Pyrex” must be held to be “in¬ 
terfering registered trade-marks.” Neither the 
Obear-Nester Glass Company, petitioner for can¬ 
cellation, nor appellant here has made the positive 
allegation that these marks are interfering marks. 
The Obear-Nester Glass Company in its petitions 
for cancellation refers to “Rex” and “Pyrex” (R. 
5 and 7) as being “deceptively similar.” This is 
sufficient for Section 13, but is it a sufficient allega¬ 
tion for Section 22? 

Appellant here also fails to make a positive alle¬ 
gation in its pleadings that the marks are “interfer¬ 
ing” unless paragraph 6 of the Bill (R. 2) be so 
construed, viz, that part which reads: “since on the 
showing of the Obear-Nester Glass Company there 
are involved only interfering registered trade¬ 
marks.” 
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The Examiner of Interferences in his decision, 
dated December 15, 1931, ruled adversely to this 
contention of the Corning Glass Works and upon 
petition to the Commissioner for review land re¬ 
versal of the action of the Examiner of Interfer¬ 
ences the Commissioner of Patents, in his decision 
of January 23,1932, found that no appeal lies from 
the decision of the Examiner of Interferences, that 
there was nothing in the record to warrant any ac- 

i 

tion by the Commissioner at the time and that the 
question, like any other question of law raided in a 
motion to dismiss, could be renewed at final Rearing 
and on appeal. (R. 17.) 

If a bill were filed under Section 22 whpre the 
registered marks were not “interfering registered 
trade-marks” the Court would obviously grant a 
defendant’s motion to dismiss if one were fi^ed. 

Appellant’s contention is that because Section 22 
of the Act gives a remedy by a suit in equity, such 
a remedy must be exclusive, and that Section 13, 
providing for cancellation proceedings in the Pat¬ 
ent Office, should be construed to exclude those 
cases for which a remedy is given in Section 22. 

Appellant’s contention is contrary to the fettled 
practice of the Patent Office tribunals, including 
the appellate bodies, the Court of Appeals of the 
District of Columbia, and the United States Court 

i 

of Customs and Patent Appeals, which practice 
has never before been questioned by the profes¬ 
sion in the twenty-seven years during which this act 
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has been in force. The Examiner of Interferences, 
in his opinion, states that at least twenty per cent 
of the proceedings brought under this section have 
been brought by the owners of registered trade¬ 
marks. If appellant’s contention is correct, then 
this twenty per cent of all the cancellation proceed¬ 
ings brought in the twenty-seven years have been 
brought erroneously and none of the Patent Office 
tribunals, nor any member of the profession, has 
ever noticed the error. 

Congress in the Trade-Mark Act of 1920 in¬ 
cluded as Section 2 thereof the identical provisions 
of Section 13 of the Act of 1905, and by Section 5 
made the provisions of Section 22 of the Act of 1905 
applicable to marks placed on the register under 
the latter act. This would indicate that the inter¬ 
pretation which had been given these two sections 
of the old act and the practice thereunder was 
satisfactory and correctly reflected the legislative 
intent. 

Appellant’s contention is contrary to the legis¬ 
lative intent, evidenced by and fairly expressed 
in the words of the statute. 

Sutherland on Statutory Construction, 
(2nd Ed.) Sec. 388. 

Thompson v. 17. S 246 U. S. 547, 551. 

The principle that a limitation must be fairly 
expressed in words applies to remedial sections 
which otherwise would provide overlapping 
remedies. Mutual Life Insurance v. Champlin (C. 
C. N. Y.), 21 F. 85,88. 
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! 

Appellant’s contention rests solely upon the con¬ 
tention that by interpretation of the statute by the 


Patent Office, concurrent remedies are provided, 
but concurent remedies are not repugnant and no 
presumption ever exists that a single remedy is 
intended by the legislature, in the absence of ex- 

i 

press provision. j 

i 

Sutherland on Statutory Construction 
(2nd Ed.), Secs. 331, 720. | 

United States v. Henderson, 11 Wall. 652. 

i 

Such dual remedies are found, and well recog¬ 
nized as proper, in the patent and trade-mark 
statutes, including Section 13 of the Trade-Mark 
Act. 

I 

Sec. 4915 R. S., as amended Mar. 2,1927, 
44 Stat. L. 1335. j 

Magic Curler Co. v. Porter, 128 O. 0. 2088, 
1907 C. D. 163. J 

Williams-Oil-O-Matic Heating Corp. v. 
The Butler Co 39 P. (2d) 693,17 C. <b. P. A. 
934, 1930 C. D. 321. j 

The construction urged by appellant would lead 
to absurd consequences, and courts are bound to 
presume, where the language of the statutej fairly 
permits, that such consequences were not intended 
and to adopt a construction which will avoid the 
absurdity. 


Sutherland on Statutory Construction 
(2nd Ed.), Sec. 488. 

People v. Chicago, 152 Ill. 546, ^52, 38 
K E. 744. 

Bush v. Dist. of Columbia, 1 App. I}. C. 1. 
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Section 13, providing for trade-mark cancella¬ 
tion proceedings, is remedial and beneficent, pro¬ 
vides a speedy and sensible remedy, and is, there¬ 
fore, to be given a liberal interpretation. 

Stamatopoulos v. Stephano Bros., 1914 
C. D. 161, 200 O. G. 1494, 41 App. D. C. 590. 

Miller v. Robertson, 266 U. S. 243, 248. 

The registration of trade-marks differs materi¬ 
ally in nature from the granting of patents, and the 
construction to be given the section of the trade¬ 
mark act relating to cancellation proceedings is not, 
therefore, to be measured by procedure in patent 
cases, where cancellation by the Patent Office is not 
permitted. 

American Steel Foundries v. Robertson, 
269 U. S. 372. 

Baldwin Go. v. Robertson, 265 U. S. 168. 

The construction complained of by the appellant 
has been followed by the Patent Office and its su¬ 
perior tribunals continuously since 1905, and the 
practice in accordance with such construction has 
been concurred in by the bar. Such a construction 
by an executive department, with the concurrence 
of those having business before that department, 
over a period of many years will be presumed to be 
correct and will not be disturbed without cogent 
reasons. 

Sutherland on Statutory Construction 
(2nd Ed.) Sec. 474. 

Robertson v. Downing, 127 U. S. 607, 613. 
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First National Bank v. U. S., (C. C. A. 8) 
206 F. 374, 379. } 

Matz v. Chicago, (C. C. Mo.) 85 F. 180, 
189. 

I 

Rogers v. Goodwin, 2 Mass. 475. | 47 Am. 
Dec. 387. 

Wells Fargo & Co. v. Jersey City, (D. C. 
K J.) 207 F. 871, 880, affirmed 219 ^. 699. 

A practice prevailing over a long period of years 
will be presumed to correctly reflect the legislative 
intent, when Congress has not seen fit to correct 
that interpretation but has in fact given implied 
approval to the practice by including the identical 
words of Section 13 in the Act of 1920 as Section 2 
thereof, and by making Section 22 applicable to 
marks registered under the new act. 

Copper Queen Consolidated Minirig Co. v. 
Arizona, 206 U. S. 474, 479. | 

United States v. Cerecedo Hernianos Y 
Compania, 209 U. S. 337. j 

National Lead Co. v. U. S., 252 U.j S. 140, 

146. | 

' •*. \ , ’ ! 

Appellant’s contention is contrary to the legisla¬ 
tive intent evidenced by and fairly expressed in 

i 

the words of the statute. The interpretation con¬ 
tended for by the appellant can be made ojit only 
by the addition of a provision to Section 13 of the 
Act. The Examiner of Interferences poipts out 

i 

that to sustain appellant’s contention would' be the 
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full equivalent of adding the following amendment 
to Section 13: 

unless such person shall have previously 
obtained a registration disclosing the mark 
relied upon. 

Attention may be directed to the following state¬ 
ment in Sutherland on Statutory Construction 
(2nd Ed.), Sec. 388: 

While the object of all construction and 
the purpose of all rules of interpretation is 
to ascertain the legislative intent, and while, 
in construing a particular part of a statute, 
the whole act may be regarded and all other 
acts bearing on the subject, and all extra¬ 
neous circumstances which the legislature 
may be supposed to have had in mind, may be 
properly taken into consideration, yet the 
intent which is finally arrived at must be an 
intent consistent with, and fairly expressed 
by, the words of the statute themselves. “A 
legislative intention not expressed in some 
appropriate manner has no legal existence.” 
(Lee Bros . Furn. Co. v. Cram, 63 Conn. 433, 
438, 28 Atl. 540.) 

An examination of the Act clearly discloses that 
there are absolutely no words to indicate that Con¬ 
gress had any intention of limiting the remedy by 
cancellation proceedings to those who had not 
secured a registration of the prior and conflicting 
mark upon which they must rely. 
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The principle is expressed by the Supreme Court 

in the case of Thompson v. TJ. S., 246 U. S.|547, 551, 

■ 

in the following words: 

The intention of the Congress is to be 
sought for primarily in the language used, 
and where this expresses an intention rea¬ 
sonably intelligible and plain it must be ac¬ 
cepted without modification by resort to con¬ 
struction or conjecture. Gardner vi Collins, 
2 Pet. 58, 93,7 L. Ed. 347, 359; United States 
v. Goldenberg, 168 U. S. 95,102,18 Sup. Ct. 
Rep. 3. | 

In this connection attention may be directed to 
the case Mutual Life Insurance v. Ckamplin, (C. C. 
N. Y.), 21 P. 85, 88, in which this principle was 
made applicable to a remedial statute in which two 
clauses or sections overlap. That case concerned 
itself with the construction of the removal statute 
and holding that merely because a certain set of 
circumstances brought a case within one section of 
the Act did not require a construction of another 
section to exclude cases having those circumstances, 
said: 

As each of the two clauses thus has some 
exclusive purpose to subserve, the fact that 
they overlap each other in other cafees like 
the present, in which an option exists to 
proceed under either clause, seems to me no 
sufficient reason for narrowing the dcope of 
the second clause by the interpolation of a 
condition not found in the statute. 
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In the present case the Act, by Section 13, pro¬ 
vides for cancellation proceedings in every case, 
4 ‘whenever any person shall deem himself injured 
by the registration of a trade-mark in the Patent 
Office.” There are absolutely no words of limita¬ 
tion, the object of this section is quite apparent, the 
remedy has been found to be beneficial, and many 
have availed themselves of the provisions of this 
section. 

Provision of concurrent remedies not a repugnancy 

Appellant’s contention can not be sustained, be¬ 
cause it rests solely upon the proposition that con¬ 
current remedies are repugnant, and this proposi¬ 
tion is clearly unsound. Concurrent remedies are 
neither repugnant nor unusual, and no presumption 
exists that a sole remedy is intended by Congress. 

In Sutherland on Statutory Construction (2nd 
Ed.), Sec. 331, it is said: 

Where an affirmative statute provides a 
new remedy for an existing right not in¬ 
consistent with the common-law remedy, 
the latter is not abolished; the new remedy 
is cumulative, and the party possessing the 
right may pursue either at his election. The 
same rule applies as between statutory rem¬ 
edies or successive statutes creating rights, 
and against implied repeal. 

And in the same work, Sec. 720, it is said: 

Where a new remedy is given by statute, 
and there are no negative words or other 
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provisions making it exclusive, it j will be 
deemed to be cumulative only and not to take 
a way prior remedies. 

In United States v. Henderson, 11 Wall. 652, the 
Supreme Court had under consideration dual rem¬ 
edies afforded the United States under successive 
statutes for the enforcement of the revenjie laws. 
The Court held that a later statute did not impliedly 
repeal the provisions of a former statute, saying: 

Where the powers or directions ui^der sev¬ 
eral acts are such as may well subsist to¬ 
gether, an implication of repeal cah not be 
allowed. 

i 

The existence of concurrent remedies is not a 
novelty. A party may have at the same time a 
right to an action in personam and in rem; an action 
at law and a suit in equity; an action on a Contract 
and an action in tort; a statutory remedy an^L a com¬ 
mon law remedy; a right to sue in the Stape court 
and a right to sue in a federal court; a reipedy be¬ 
fore an administrative tribunal and a judicial rem¬ 
edy. A familiar example of concurrent remedies is 
that which now prevails with respect to patents and 
trade-marks under Section 4915, R. S., by which an 
unsuccessful party in the Patent Office may jtake an 
appeal to the Court of Customs and Patent Appeals 
or may file a suit in equity. 

Dual remedies are provided by Section 6 and 
Section 13 of the Trade-Mark Act. Section 6 pro¬ 
vides that any person who believes that he would 





be damaged by the registration of a mark may op¬ 
pose the same by filing a notice of opposition within 
thirty days after the publication of the mark. Sec¬ 
tion 13 provides that any person who deems himself 
injured by the registration of a trade-mark may at 
any time apply for cancellation thereof. It had 
been contended that the language of Section 6 pre¬ 
vented the filing of a petition for cancellation if a 
party might have availed himself of the provisions 
of Section 6, but it has now been definitely decided 
that a person may overlook or ignore his rights 

under the opposition section, and later, after the 
♦ 

mark has been registered, file a petition for cancel¬ 
lation, even though no grounds are alleged which 
might not have been alleged in a notice of opposi¬ 
tion. Magic Curler Co. v. Porter, 128 O. G. 2088, 
1907 C. D. 163; Williams Oil-O-Matic Heating 
Corp. v. The Butler Co., 39 F. (2d) 693,1930 C. D. 
321,17 C. C. P. A. 934. 

The existence of dual remedies is not unusual 

i 

and has never been looked upon with disfavor by 
the courts. This is certainly true with regard to 
proceedings before administrative tribunals. A 
party may be provided with a remedy before the 
administrative tribunal but he is nevertheless in 
most, if not all, cases provided with a judicial rem¬ 
edy. Sometimes these remedies are concurrent; 
sometimes they are successive. We have already 
pointed out that an unsuccessful party before the 
Patent Office tribunals has a choice of two concur- 



rent remedies; one by an appeal to the Court of 
Customs and Patent Appeals, sitting as an| admini¬ 
strative body, and the other by a suit in equity 
before a district court of the United States or the 
Supreme Court of the District of Columbia. The 
existence, therefore, of a choice of two 
one by a petition for cancellation before the Pat- 
ent Office tribunals, as provided in Section 13 of 
the Trade-Mark Act, and the other a suit in equity, 
as provided in Section 22, is not repugnant, unrea¬ 
sonable, or unusual. 

This section 13 of the Trade-Mark Act has been 
held to be beneficent and has been given a liberal 
construction. The Court of Appeals of the District 
of Columbia in StamatopovUos v. Stephano Bros., 
1914 C. D. 161, 200 O. G. 1494, 41 App. D| C. 590, 
said: 

The Act of 1905 for the first tijoae fur¬ 
nished this speedy and sensible remedy. 

Section 13 is remedial and beneficent anil under 
these circumstances it is to be given a liberal con¬ 
struction. Provisions which are remedial, are to 
be liberally construed to effect the purpose of Con¬ 
gress and to give remedy in all cases intended to be 
covered. The purpose of such a provision is not to 
be defeated by a narrow interpretation. Miller v- 
Robertson, 266 U. S. 243, 248. 
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Contemporaneous construction of the statute by the 
Patent Office tribunals and the profession 

l 

The practice of prosecuting petitions for cancel¬ 
lation under Section 13 of the Act, where the peti¬ 
tioner has a conflicting registration, has been fol¬ 
lowed generally without question by the profession 
practicing before the Patent Office and its appellate 
tribunals, and the practice, prevailing over a period 
of twenty-seven years, has never been questioned 
before this time. The opinion of the Examiner of 
Interferences indicates the interpretation, not only 

that he now places upon this section, but also the 
interpretation that has been placed upon this sec¬ 
tion uniformly by the Patent Office throughout the 
past twenty-seven years. The Examiner of Inter¬ 
ferences, in his opinion, estimates that not less than 
twenty per cent of the persons who have so invoked 
Section 13 had previously obtained registrations. 
The Examiner of Interferences states that the cases 
referred to in the brief of Obear-Nester Glass Com¬ 
pany, filed before him, are mere examples of the 
long list of cases in which cancellation proceedings 
have been brought by owners of registered trade¬ 
marks. Those eases are as follows: 

Salant & Salant v. Feldman & Weinman, 
(App. D. C.) 24 F. (2d) 276,1928 C. D. 107. 

The B. F. Goodrich Co. v. Hohemeyer, 17 
C. C. P. A. 1068,1930 C. D. 227. 

Cluett, Peabody & Co. v. Hartogensis, 17 
C. C. P. A. 1166,1930 C. D. 342. 
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Baltimore Paint & Color Works y. Ben¬ 
nett Glass & Paint Company, 17 C. C. P. A. 
1269,1930 C. D. 559. 

7 I 

| . 

The Examiner of Interferences refers al$o to the 
following cases: j 

L. Otzen & Co. v. Tine J. K. Armkby Co., 
270 0. G. 191; 49 App. D. C. 134 j 261 F. 
1014,1920 C. D. 118. 

Gillman v. Love and Lindbald, 151 Ms. D*. 
465. 

Clarkson & Ford Co. v. Hobson, J151 Ms- 
D. 937. 

The law is well settled that a statutory construc¬ 
tion followed by a government department for a 
long period of time will not be overturned without 
cogent reasons, and also that an interpretation 
which has been accepted by the profession Without 
question will be accepted as the true interpretation 
and will not be overturned unless clearly wrong. 

The rule that the construction of a statuije given 
by a governmental authority will not be overturned 
without persuasive reasons is given by the Supreme 
Court in the case of Robertson v. Downing} 127 U. 
S. 607, 613, in the following words: ! 

This construction of the department has 
been followed for many years withqut any 
attempt of Congress to change it, anil with¬ 
out any attempt, as far as we are advised, of 
any other department of the government ta 
question its correctness, except in the present 
instance. The regulation of a department of 
the government is not of course to Control 


the construction of an Act of Congress when 
its meaning is plain. But when there has 
been a long acquiescence in a regulation, and 
by it, rights of parties for many years have 
been determined and adjusted, it is not to be 
disregarded without the most cogent and 
persuasive reasons. U. S . v. Hill, 120 U. S. 
169,182; U . S . v. Philbrick, 120 U. S. 52, 59; 
Brown v. U. S ., 113 U. S. 568,571. 

The fact that the legal profession practicing be¬ 
fore the Patent Office tribunals have never ques¬ 
tioned this interpretation of the section is an im¬ 
portant reason for now refusing to give any consid¬ 
eration to this contention. In Matz v. Chicago & 
A. R. Co ., (C. C. Mo.), 85 F. 180,189, we find words 
that are particularly applicable to this case. There 
it is said: 

In these cases the question at bar was not 
raised, nor was it noticed. Is it probable 
that all the learned judges and counsel en¬ 
gaged in deciding and prosecuting these 
suits, and the various suits under this act, 
overlooked this precise question? It seems 
hardly credible. The uniform and contem¬ 
poraneous action and opinion of the bench 
and bar should have weight in determining 
the construction of a statute. Venable v. 
Railway Co. 112 Mo. 25, 20 S. W. 493. 

In an early case, Rogers v. Goodwin, 2 Mass. 475, 
it was said: 

We can not shake a principle which has so 
long and so extensively prevailed. If the 
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practice originated in error, yet the error is 
now so common that it must have the force 
of law. The legal ground on which this pro¬ 
vision (practice) is now supported is that 
long-continued usage furnishes a Contem¬ 
poraneous construction, which must prevail 
over the more technical import of words. 

> I 

Congress has impliedly approved the prevailing Ipractice 

i 

Congress has affirmed the practice which has 
universally prevailed during the past twenty-seven 
years, not only by failing to correct the interpre¬ 
tation if it were wrong, but also by reenactment , of 
the provisions of Section 13 and Section 22! in the 
Trade-Mark Act of 1920. In the act of 1920j which 
related to .the registration of certain marks not 

i 

registrable under the Act of 1905, Congress gave 

| 

implied approval to the practice resulting from the 
popular interpretation of Sections 13 and 22 by in¬ 
cluding as Section 2 of the Act of 1920 the iiidenti- 
cal provisions of Section 13 of the Act of 1905, 
and made Section 22 applicable to marks plabed on 
the register under the provisions of the new act. 

That the reenactment of a statute affirms a de¬ 
partmental interpretation of long standing is indi¬ 
cated conclusively by the settled rules of statutory 
construction and has been exemplified by many deci¬ 
sions of the Supreme Court. In the case Copper 
Queen Consolidated Mining Co. v. Arizona , 206 U. 
S. 474, 479, it is said: | 

t i 

And again, when, for a considerable time, 
a statute notoriously has received a construe- 


tion in practice from those whose duty it is 
to carry it out, and afterwards is re-enacted 
in the same words, it may be presumed that 
the construction is satisfactory to the legis¬ 
lature, unless plainly erroneous, since other¬ 
wise naturally the words would have been 
changed. 

In the case United States v. Cerecedo Hermanos 
Y Compania, 209 U. S. 337, it is said: 

We have said that, when the meaning of a 
statute is doubtful, great weight should be 
given to the construction placed upon it by 
the department charged with its execution. 
Robertson v. Dotvning, 127 U. S. 607, 8 Sup. 
Ct. Hep. 1328; United States v. Healy, 160 
• U. S. 136, 16 Sup. Ct. Rep. 247. And we 
have decided that the reenactment by Con¬ 
gress, without change, of a statute which had 
previously received long-continued executive 
construction, is an adoption by Congress of 
such construction. United States v. G. Falk 
d Bro., 204 U. S. 143, 152, 414, 27 Sup. Ct. 
Rep. 191. 

It is therefore submitted that the decree of the 
Court below should be affirmed. 

Respectfully submitted. 

T. A. Hostetler, 

Solicitor for the Patent Office, 

Attorney for Appellee . 

January 9,1933. 
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